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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/596,736
Published in the Official Gazette on May 6, 2008
Mark: I'OREAL PARIS

I’OREAL S.A. and L'OREAL USA, INC.,
Opposer,
v. Opposition No. 91184456
ROBERT VICTOR MARCON, ORAL ARGUMENT REQUESTED
Applicant.

OPPOSER’S NOTICE OF RELIANCE

(Part 1 continued beginning with Opposer’s Exhibit D-1)



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARIK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/596,736
Published in the Official Gazette on May 6, 2008
Mark: L'OREAL PARIS

L’OREAL S.A. and L'OREAL USA, INC.,
Opposer,
V. Opposition No. 91184456
ROBERT VICTOR MARCON, ORAL ARGUMENT REQUESTED
Applicant.

EXHIBIT D-1TO OPPOSER’S NOTICE OF RELIANCE



IN THE UNITED STATES PATENT AND TRADEMARK. OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Ta the Matter of Application Serial No. 76/596,756
Published in the Officizl Gazette on May 6, 2008
Matk: L'OREAL PARIS

I’ORBAL S.A. and LORBAL USA, INC.,
Opposet,

7. Opposition No. 91184456
ROBERT VICTOR MARCON, '

Applicant.

OPPOSER’S FIRST SET OF REQUESTS FOR ADMISSIONS

Putsuant to Rule 36 of the Federal Rules of Civil Procedure and 37 CRR. 2.120, Opposer
L'Oxéal S.A. and L'Oréal USA, Inc. (c:oﬂecfivtely,r “L'Orégl” ot “Opposer”) hereby tequests that
Applicant Robezt Victor Marcon (“Marcon” or “Applicant”) respond to the following requests for
admissions by setving wrltten responses on the offices of Pau},'Hastiﬂgs‘, Janofsky & Walker LLP, -
75 Bast 55th Street, New York, NY 10022, within thirty (30) days from the date of setvice. These
tequests ate continuing and impose upon A;pplicant the obligations stated in Fed. R. Civ.'f.-ZG,
including Applicant’s obligation to cottect and supplement its responses in a timely manner if

Applicant learns that any response is incotrect or incomplete,

For the converience of the Boatd and the patties, Opposer requests that each

request be quoted in full immediately preceding the response.
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DERINITIONS AND INSTRUCTIONS

1. The terms “Applicant” and “you” refer to Robert Victor Marcon, and Marcon’s
partners, joint venturers, agents, atforneys, successors-in-interest, predecessors-in-interest,
employeeé and any others acting on behalf of Marcon or over whom Marcon has control.

2. The ferm “Opposer” or “L'Oréal” shall mean, except where othervﬁse stated,
Opposer L‘l()réal S.A. and L'Oréal USA, Inc., L'Oréal 8.A."s and L'Oréal USA, Inc.’s parens,
subsidiaries, partners, joint venturers, affiliates, agents, attorneys, successors-in-interest,
predécessors—in—interest, employees and any. othe;?s acting on behalf of L'Oréal S.A. and/or
L'Oréal USA, Inc,, or over Whem'L‘Oréal 8.A. and/or 1L'Oréal USA, Inc. have conirol.

3. The term “Applicant"s Mark” shall mean the 'L‘OREAL‘PARIS mark that is the
subject of U.S. Application Sesial No, 76/596,736, and that is the subject of this Opposition.
proceeding, | | |

4, The term “Ai)plicmlt’s Marks™ shall mean any and all marks for which the
Applican? has filed applications before the U.S. Patent én&i’ Trademark Office, regardless of
whether those 'appﬁcations are currently pending, have been registered, or have been abandoned.

5. The term “Opposer’s LOREAL PARIS Mark” shall mean L'Oréal’s rights in ﬁle
.mark L'OREAL PARIS, whether a;t common'law or registered.

6. The term “Opposer’s L'OREAL Mark” shall mean L'Oséal’s rights in the mark
L'OREAL, including as the subject of US Registration Nos. 661,746 and 540,541, as well as
common law rights. |

7. The tetm “docment” shail mean, without limitation, every writing or record of
every type and description that is or has been in the possession, control or custody of Applicant

or of which Applicant has knowledge, whether handwritten, photocopied, telecopied, printed,
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electronic or in any other media, | including without limitation: cotrespondence, i_a:iéluding §~mai1 |
correspondence, invoices, contracts, purchase orders, memoranda, fapes, stenographic or
handwritten notes, studies, publications, books, pamphlets, pictures, films, voi:;e recordings,
arhﬁork, sketches, drawings, labels, maps, graphs, reports, surveys, minufes, o statistical
compilations; every copy of such writing or record where the original is not in. the possession,
custody‘or control of Applicant and every copy of every such m*iﬁhg or record wheré stch copy
s not an identical copy of an original or where such copy contains any commientary or notation
whatsoever that does not appéér on the original. |
8. The term “date” means the exact day, month and year, if ascertairﬁble; i not
ascertainable, the closest approximation ﬁlait can be made by means of relationship 1o other ‘
events or mafters. |

9. The term “and” as well as “or” shall be construed both disj-unctively and
conjunctively, as necessary, to bring within the scope of this request those documents which
might otherwise be construed fo be oufside its scope.

10.  Wherever a singular form appears, it also shall be constrited as plural, and vice
versa, as necessary, to bring within the scope of this request all 'docume'nts or responses which
might otherwise be construed o be outside ifs scope.

11.  The terms “concerning” or “regarding” means reflecting, referring to,
incorporating, comprising, touching upon, indicating, evidencing, affirming, denying, or relevant
to, in addition to its other customary and usual meaning, and includes, but is not fimited to,
discussing, consﬁtuting, pertaining to, describing, evidencing, identifying, touching upon and/or’

summarizing.
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12: - As used herein, “identify” or to “state the identity of” means:

() Inthecaseofa i)erson who 1s an individual: fo siate the full naine, present
.or last known residence ot address (designating which) and present or last known position or
' business affiliation (designating which); job title; employment address; business and residence
telephone numb;ers of each individual;

()  Inthe case of a company, partnership, corporation, proﬁrietors}ﬁp,
associgtion, or other organization or éntity, to state: the full name and present or last known
address and telephone number; fhe legal form of such entity or orgaz;xizaﬁon; if incorporafed; the
idenity of the person or persons having knowledge of the matter with respect to which the
company is named; and the identity of its chief ekecutive ofﬁcer;

| {c) In the case of an act or omission, tq state: a description. of that act or
omission; when it occurred; where it occurred; the identity of the person or persons performing
said act (or in the case of an omission, the identity of the person or persons failing fo a;zt); the
identity of all persons who have knowledge, information or belief about the act or omission;
when the act or omission first became lnown; and the circumstances and manner in which such
knowledge was first 6btained;

- @ In fhe ‘case of an oral co:ﬁmunication, 1o state: the date, subject matter,
communicator, communicatee, nature of communication, whether it was recorded; and the
identity of any witness. thereto; |

(e In the case of a document, to state: the identity of the person or persons
who prepared it, ‘fhé sender and récipient, if any; the title or a description of the general nature of
its subject; the date of preparation; the date and manner of distribution énd publication, if any;

the location of each copy and the identity of the present custodian; the identity of the person or
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persons who can identify if; the contents of the document verbatim; and if privilege is claimed,
the siaecific basis therefor. In Heu of the foregoing, a copy of the document may be supplied.

13.  Rach interrogatory or request shall be read to be inclusive rather than exclusive.’
Aocor_dingly, “including” means ‘;‘includhlg without limitation.” The word “all” includes “any”
and vice versa. The past tense includes tha‘present tense and vice versa. The masculine form of
any word includes the feminine form and vice versa.

. Each person respondiﬁg to inferrogatoties or requests for admission fs required to
furnish responsive infonnai’sion within that persqn’é knowledge or the personal knowledge of its,
his or her aftorneys, agents, employees or other represe;ntatives.

15. Each'person responding to the document requests is required to furnish responsive
documents within that person’s possession, custody or control or within the possession, custody
or control of its, his or her atforneys, agents, employees or other representatives.

16.  Each objection, if any, shall be set forth with specificity and shall include a
statement of the grounds for the objection.

17. Iany iocument requested to be identified or produced has been destroyed,
provide the following additional informatioﬁ as to each such document:

(2)  the date of destruction;
(b) the teason for the destruction;
(¢) the identification of the person who destroyed the document; and

()  the idenfification of any person who directed that the document be

destroyed.

LEGAL_US_B¥# 805201892




18.  Ifapy of these interrogatories cannot be answered in full, respond fo the extent
possible, specifying the reasons for the inability to respbnd to the remainder of the interrogatory,
aﬁd state whatever information ot imowiedge is available concerﬁing the unanswered portion.

19, I responding to requests for admissions, if a matfer is not admitted, the answer ’
must specifically deny it or state in detail why the answering party cannot truthfully admit or
deny it. A deniai ymist Fairly respond fo the substance of the matter, and when good faith
requires that a party qualify an answer or deny only part of the matter, the answer must specify
the part admitted and qualify or deny _tha rest. The answering party may assert lack of
km){ﬂedge or information as a reason for failing to admit or deny only if the party étates that it
has made reasonable inquiry and that the information it knows or can readily obtain is
insufficient to enable it to admit or deny.

20.  If any responsive information, communicaﬁoﬁ or docurnent is withheld on the
basis of a;iy claim of privilege, identify such information, communication or document withheld,
state the privilege being relied upon or claimed and the basis for the claim, and identify all
persons or entities who have had acéegs Ito such information, communication or document.

21.  Applicant must supplement its responses 1o all discovery requests as required by

Fed. R: Civ. P. 26(e¢).
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REQUESTS FOR ADMISSIONS

1. Hach document that Applicant has produced or will produce in tesponse to
Opposer’s discovety tequests is genuine and authentic for putposes of adrmission into evidenee

duting the testimony periods in this opposition proceeding:

2. Opposer’s rghts in Opposer’s L'OREAL Mark znd in Opposer’s 'OREAL PARIS

Matk predate the filing by Applicant of the subject appﬁcatioﬁ for Applicant’s Mark.
3. Apphicant h;'a.s not useg‘l Applicant’s Mazk in commerce.
4. Apéf{icmt’ s Matk is identical to Opposer’s L'OREAL PARTS Mark.
5. The fist teem in Applicant’s Mark is identical o Opposer's LORKAL, Matk.
6. The first term. m Applicent’s Matk is identical to Opposet’s @de natne.
7. “LORBAL” js the d(.)mimu:it term of the two terms co@pﬁsmg Applicant’s Mark.

8. LIOtéal is one of the largest costetics and petsonal cate products companies in the -

wotld aﬁd in the U.S.

9. L'Ottal is one of the best known cosmetics and personal care products companies in

the world and in the U.S. .

10.  L'OREAL is one of the best known and widely recognized brands in the wosld and

in the U.S.
1. Opposéfs L'OREAL Matk is famous.
12.  Opposer’s FORBAL PARIS Mark is famonus.
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13.  Opposer’s 'ORBAL Mark and Opposer’s L'ORBAL PARIS Mark are famous in

connection with costnetics and personal cate.
14, Opposer’s LOREAL Mark is widely recognized by the general public.
15.  Opposer's LORBAL PARIS Mark is widely recognized by the general public.

16. - Opposer’s 'ORBAL Mark and Opposer’s 'OREAL PARIS Mark are widely

recognized in connection with cosmetics and pessonal cate,

17.  ‘TheL'Oréal tradé name, Opposer’s 'OREAL Mark, and Opposet’s LIOREAL
PARIS Mark ate and for a long time have been widely marketed and promoted to a broad class of

consumers through television advertisements, print media, and on the Intetnet.

18.  Products bearing Opposer’s ORBAL Mark and Opposer’s L'OREAL PARTS Mark

are available through several channels of trade, including but not litited to drug storés,

" supermarkets, costnetics stores and beauty care establishments, and on the Internet.

19, Products beating Opposer’s L'ORBAL Mark and Opposer’s L'OREAL PARIS Mark

ate available at stores whete othet petsonal care goods are sold.

20.  Products beating Opposer’s L'OREAL Matk and Opposer’s LOREAL PARIS Matk
are available at stores whete herbal, mineral, and botznical products (such as vitamins and .

supplements, health foods, and health drinks) are sold.

21, Applicant was aware of Opposet prior to applying for Applicant’s Matk.

22. Api;)ﬁcant was awate of Opposer’s L'OREAL PARIS Mark priot to applyiog for

federal registration of Applicant’s Mark,
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23.  Applicant was aware of Opposet’s L'OREATL Mark prios to applying for federal

registration of Applicant’s Mark.

24.  Applicant selected Applicant’s Mark at least in part because of the wide-spread

reclognition of Opposet’s LIOREAL Mark and/or Opposet’s L'OREAL PARIS Matk.

25.  Applicant sclected Applicant’s Mark because of the wide-spread recogpition of

Opposer’s UORZAL Mark and/or Opposet’s L'OREAL PARIS Mark.

26.  Applicant has filed several other applications with the U.S. Patent and Tradematk
- Office (“PTO”) fot matks that he knows are, or he intends to be, identical to previously-registered

: farnous ot well-known tmarks.

27 Applicant filed an intent-to-use trademark application with the FTO for NESTLE
for “over the counter medications, namely, analpesics; sleep aids; cold and fln medications”

(Application Serial Mo. 76/596,738).

28.  Prot to Sling his application to register NESTLE, Applicant was awaze of the prior
registations for and/or the extensive trademark use of NESTLE byrthe ownet of that mark in
connection with flavored milk and milk-based beverages, water, infant formula, chocolates and

candies, ice-cteamn bats, dietary suppletents, and/ ot bottded water.

29.  Applicant filed an intent-to-use trademarlk application with the PTO for
BUDWEISER for vadous types of beverages, including “water, still water, tinetal wate, spﬁng
water ... spatkling water ... juices, flavored dinls ... non-alcoholic beverages, preparations for

making beverages, syrups” (Application Setial No. 78/ 288,361).
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30. . Priot to filing his application to register BUDWEISER, Applicant was awase of the
pror registrations for and/ot the extensive tradematk use of BUDWEISER by the ownet of that

mark in connection with beet, drnking vessels and/or other products.

31. App!icant filed an intent-to-use trademark application with the PTO for BVIAN for

“ice creams; sherbet; and frozen confections™ (Application Sesial No. 76/577,011).

32.. Priot to Hling his application to register EVIAN, Appﬁcgﬁt was aware of the prior
segistrations for and/or the extensive tracdetnark use of ‘ EVIAN by the owner of that mark in
cc;xméction with, among other things, natural mineral waters; “skin c:are. lotion sold in an atomizet |
prepatation” and vatious other personal cate products including crearns, lotions, petfumery, and
cosmejics ; dietary food supplements; wates-based mineral suppleménts; and a vadiety of beverages

including fimit and vegetable juices, lemonade, ginger beex, and sorbet drinks.

33.  Applicant has ;lso filed Iintent—-tohuse applicé.tions with the PTO for, among other
tlﬁngs, HEINEKEN for “meat juices” (Ser. No. 78/288,366); ABSOLUT for vatious beverages
inchuding beet, mineral water, sparkling water, and juices (Ser. No. 78 /288,367, FINLANDIA for
various beverages inciudihg watet, juices, and flavored drinks (Set. No. 78/288,365); COORS fér
“meat juices, and meat juice concentrates” (Set. No. 78/288,364); jACK DANIEL’S for “cigass,

'cig;xettes, and chewing tobacco” (Set. No. 76/596,734); DOM PERIGNON for “sieat };:iceé, and
broth comptising meat juices” (Set. No. 78/288,358); BAYER for “non-medicated breath
fresheners delivered via aerosol spray; non-medicated mouthwash and gargle” (Ser. No.
76/596,737); NESCAFLE for “distilled spirits; liqueuss; cordials; and alcoholic coolets, namely;
distilled spirit based and malf based”.(Ser. No. 76/596,735); and C}MNEL fot “scented statiﬁnery

and greeting cards” (Sex. No. 76/596,733).
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34.  Prior to filing each and every application identified in Request, for Admissions No.
33, Applicant was aware of the prior registrations fot and/ or the extensive trademark use of the
subject mark by a large or well-known company, and of the fatme or general public recoguition of

such n;axk.

35. - Applicant’s decision to apply for each of Applicant’s Matks, including each of the
marks identified in Requests for Admissions Nos, 27-33 and Applicant’s Mark at issue in this
proceeding, was based at least in patt on Applicant’s awateness of the prior existence of an identcal

famous or well-known mark.

36.  Applicant’s decision to apply for each of Applicant’s Matks, including each of the
martks identified in Requests for Admissions Nos. 27-33 and Applicant’s Matk at issue in this
proceeding, was based on Applicant’s awareness of the prior existence of an identical famous of

well known matk.

37.  Applicant did not have a bona fide intent to use each of Applicant’s Marks in

comamerce at the ime that he fled an a?pﬁcaﬁoa for each of Applicant’s Marks with fae PTO.

38.  Applicant does not have a bona ﬁde intent to use Apphcant s L'ORBAL PARIS
Matk in commetce, and did not have such intent at the titne of ﬁlmg the apphcs.t{ou ¢hat is the

subject of this pxoceedm_g.

39,  Applicant’s purpose in applying for Applicant’s L OREAL PARIS MARK and/ot

other of Applicant’s Matks is to make a philosophical point about tradematk protection.

40.  Applicant initially applied fo use Applicant’s Mark in connection with several
products, including perfumes and fragrances; vitamin, mineral and herbal supplements and
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combinations theteof: aloe vera diinks; shaving balms, lotions, creams, and soaps; topical skin
balms, namely sunscreens, tanning balms, lotions, creams, and combinations thereof; candles; and

shaving implements,

41, At ﬂ:w.: time of filing the application for Applicant’s Marlc, Applicant was awate that
Applica.ut’é Mark as used in comecﬁo.n with petfumes aﬁd fraprances; shaving balms, lotions,
cteamns, and soaps; and sunscreens and tanning balms would create 2 lkelihood of cc;nfusion with
Opposer’s LORBAL Mark and Opposer’s L'ORBAL PARIS Mark, and specifically that it would
create 2 likelihood of confuslion with Opposei’s IJORﬁAL mark' that is the subject of Registration
No. 540,541 for “zouge, face cteatn, hait lotion, hand cream, eye shadow, face fotion, perfume,

cologne, nail polish, suntan oil and face powder.”

42. At the time of filing the application fot Applicént’s Mark, Applicant sigxied 2
declaration stating that “to the best of his/ het knowledge and belief no other pers;on, firm,
corporéiion, or essociation has the ;i,ght to use the mark in commerce, eithet in identical form.

thereto o in such new [sic] resemblance theteto as to be likely, when vsed on or in connection with.

the poods/setvices of such other pesson, to cause confusion, or to cause mistake, o1 to deceive...”

43.  Applicant signed such declaration despite being awate of Opposer’s re,xisting_
tegistrations for L'ORBAL and common law use of L'OREAL and L'OREAL PARIS in connection
with cosmetics in genesal, and specifically despite being awate of Opposet’s registration fox
L'OREAL for goods that ate identical or vety closely related to goods identified in Applicant’s

application, namely, perfume and cologne, face cream, face lotion, and hand cteam; and suntan ol

44, Onorabout July 14, 2005, in response to an Office Action that issued from the

PTO, Applicant amended his application to (a) state that “the wazes or goods herein associated with
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the mark T'ORBAL PARIS’ will not be manufactured ot produced in, or will have any other
connection with, the geographic location named in the mark,” and (b) cancel all goods other than

“aloe vera ddnks.”
45.  Applicant has never mapufactured or sold aloe vera drinks.
.46, - Applicant has no capacity and/or intention to pmanufactute or sell aloe veta drinks.

&7.  To the extent that Applicant intends to offer aloe vera drinks under Applicant’s
Mark, Applicant chose the name L'ORBAL PARIS because consumers associate that mark with

Opposer’s L'Otéal name and Opposet’s L)ORBAL Mark and Opposer’s LOREAL PARIS Mark.

48.  To the extent that Applicaht intendd to offer aloe vera diinks under Applicant’s
Mark, Applicant intends to trade on the goodwill and btand awareness developed by L'Otéal in

Opposer’s LORBAL Mak and Opposer's L'ORBAL PARIS Mask.

49.  Aloe vera is an ingredient commonly used in and associated with personal care
products, such as but not limited to body lotions, skint creams, after-tanning creams and lotions, hair

cate products and/or cosmetics.
50.  Aloe veta is more commonly associated with skin cate products than with bevesages.

51.  Ptot to applying fo.r Applicant’s Matl, Applicant was awate that Opposer sells

personal care products, inchuding but not Jimited to skin creatns and cosmetics.

52.  Prorfo applyﬁg for Applicant’s Mark, Applicant was awaze that aloe vera is used in

pegsonal care products, including but not limited to skin creams and cosmetics.
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53.  Priot to applying for Applicant’s Matk, Applicant was awaze that aloe veta is used in
the types of products sold under Opposet’s L'OREAL Mark and Oéposex’s L'OREAL PARIS
Mark.

54.  Prox to applying for Applicant’s Mark, Applicant was awate that L'Oréal uses herbal,

minetal, and botanical ingredients in products offered under Opposer’s L'OREAL Mark and

Opposer’s L'OREAL PARIS Matk.
55. Pessonal cate products and herbal, mineral, and Botanical products, such as but not

lisnited to hetbal supplements or bevetages, often etnanate from the same soutce.

56. Personal care ptoducts and herbal, minetal, and botanical products, such as but not

Limited to supplements or heverages, often move through the same channels of trade.

57.  Products offered under Opposer’s L'OREAL Mark and/or Opposer’s L'ORBAL
PARIS Mark are sold at stotes that :aléo catey hetbal, toineral, and botanical products, such as but

not litmited to supplements or beverages.

58.  Drugstotes and supermarkets offet both bevetages and Persoﬁal cate products sach

as skin cteams.

59. Consu@éx:s encounteting Applicant’s Mark in the matketplace are likely to associate

the martk with Opposet, with Opposer’s 1/ORBAL PARIS Mark and/or with Opposét’s LOREAL
Marlk.

60.  Pror to applying for Applicant’s Matk, Applicant was aware that consumers would

be likely to believe that aloe vera products offered under Applicant’s Matk emanate from the same

14
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scutce as personal cate products offered under Opposer’s L'ORBAL Mark or Opposer’s LOREAL

PARIS Matk, ot ate approved by ot affiliated with L'Oxéal.
61 Applicant is not awaze of any other well-known mark uillizing L'OREAL.

62.  Applicant is not aware of tradermarluse of the matk L'ORBAL PARIS by any entity

‘ other than F/Qréal.

63. L’Oreal is listed as a surname for fewer than ten individuals or families in the United

- States, according to 2 “people search” on the 411.com Internet site.

64.  Oteal is fisted as a surname for fewer than thisty five (35) individuals or fatnilies in

the United States, according to a “people seatch” on. the 411.com Internet site.
65.  Kodak is 2 famous trademark.

‘ 66. Kodak is listed 2s 4 sutname for at least 100 individuals or families in the United

States, accotding to a “people sezrch” on. the 411.com Intemet site.

67.  Kodalkisa more commonly listed surname than 1’Oreal ot Oteal in the United

States.
68. Buick is a famous-trademark.

69.  Buick is listed as a sutname for approzimately 300 fndividuals or families in the

United States, according to 2 “people search” on the 411.com Internet site.
70. Buick is 2 more commonly listed sutname than I'Oreal or Oresl in. the United States.

. 71, DuPont is a famnous tradernatk.
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72.  DuPont of DuPont is listed as 2 surname handreds of individuals or families in the

United States, according to 2 “people search” on the 411,.com Interriet site. According to that site,

DuPont ot Du Pont is listed as a sutnate for more than 300 individusls ot families in the state of

Califosnia alone, approximately another 300 individuals or families in. the state of Texas alone, a{nd

approxirately another 300 individuals ot families in the state of New York alone.

73.  DuPont or Du Pont is a more commonly listed surnatme than T/Oteal or Oteal in the

United States,

74, The word PARIS as used in connection with Applicant’s goods is geographically

misdesctiptive.

Dated: September 29, 2008

LEGAL US_E # 805201892

Respectfully submitted,

PAUL, HASTINGS, JANOEFSKY
& WALKER e

' Robert L She}:m,an
Natalie G. Furman

75 Bast 55th Street

New York, NY 10022

(212) 318-6000

Attorneys for I/Oreal US.A., Inc. and L'Oreal S.A.
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CERTIFICATE OF SERVICE

The undetsigned hereby certifies that a copy of the OPPOSER’S FIRST SET OF
REQUESTS FOR ADMISSIONS has been served upon Robert Victor Matcom, 3471 Sinnicks |
Avenue, Niagara Falls, Ontario, CANADA, by depositing a true copy of the same with UPS,

postzge prepaid, on Se?tember 29, 2008.
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IN THE UNITED STATES PATENT AND TRADEMARK. OFFICE
BEFORE THE TRADEMARI TRIAL AND APPEAL BOARD

In the Mattet of Application Setial No. 76/596,736
Published in the Official Gazette on May 6, 2008
Mark: L'OREAL PARIS

L’ORBALS.A, and L'OREAL USA, INC,,
Opposer, '

v Opposition No. 91184456
ROBERT VICTOR MARCON,

Apphcant.

OPPOSER’S FIRST SET OF INTERROGATORIES

Pursuant o Rule 33 of the Federal Rules of Civil Procedure ?.nd 37 CFR 2.120, Oll)poser
L'Oréal S.A, and L'Oréal USA, Inc. (collectively, “L/Oréal” oj; “Opposet”) hereby requests that
~ Applicant R&bas:t Victor Matcon (“Marcon” ot “Applicant”) answer the following interrogatories, in
wiiting and under oath, by serving wtitten responses on the offices of Paul; Hastings, Janofsky & |
Walker LLP, 75 Fast 55th Strést, New York, N'Y 10022, within thirty (30) days from the date of
setvice. These interrogatoties are contimiing anci impose upon Applicant the obligations stated in
Fed. R. Civ. P. 26, including Applicant’s obligation to correct and supplement its responses ina

 timely manner if Applicant leatns that any response is incosrect or incomplete.

For the convenience of the Board and the parties, Opposer requests that each request be

" quoted in. full immediately preceding the response.

LEGAL _US-E#80520188.2 -




DEFINITITONS AND INSTRUCTIONS
The Definitions and Instructions contained in Applicant’s Fist Set Of Requests for Admissions

served herewith are incorporated by reference and shall apply to these requests.

INTERROGATORIES

1. State the date of and describe the reasons for the selection of Applicant’s Matk,
including the consideration of any othes marks and/or any other goods ot setvices, and identify the
petson(s) with t.he most kno%ledge of the selection of Applicant’s Matk and goods.

2. State the date and describe the citcumstances under which Applicant first became
aware of Opposet, of Oéposes:’s LJORBAL Maik and of Opposer’s L'ORBAL PARIS Mark, and
jdentify the person most knowledgeable of the foregoing. |

3. Identify all investigations, suzveys, reseatch, polls, focus groups, or opinions that
Applicant has ever conducted, received, of seen concerning confusion of the likelihood of confusion
between Applicant’s Matk and Opposer’s L'OREAL Mark or Opposer’s L’OREAL PARIS Mark,
between App]iéaut and Opposez, and/ot between Applicant’s pﬁoducts aﬁd Opposer’s products.

4. Identify all investigations, teseatch, searches, studies, focus groups, and polls that
Applicant has ever c;,onducted, received, or seen concetning the ava.ﬂability for use annd/ox
registration of Applicant’s Matk ot variations theteof. |
| 3. State sl facts that slu.]_apo::t and evidence Applicant’s alleged bona ‘ﬁde intent to use
Applicant’s Mark in commetce on o in connection with aloe vera drinks as ;f the filing date of
- Application Setal No. 76/596,736 and continuing to date.

6. State the actual ot intended date of fitst use anywhete and date of fitst use m the

United States commetce of Applicant’s Mark in connection with aloe vera duinks.
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7. Diesctibe the types ot classes of putchasers to whom Applicant has marketed or
intends to Met aloe vera drinks in connection with App]icant’ s Mark.

8. Desceibe the channels of trade through which Applicant has masketed or intends to
matket aloe vera drinks in connectionlwit.h Applicant’s Matk. |

9. Identify all thizd parties of which Applicant is awate that advertise, promote, offer or
sell both personal care products and hetbal, minetal, ot botanical ptodué:.ts, such as but no-t lirnited
to supplements or beverages. |

10.  Identify the persons most familiar with Applicant’s Matk, Appli#ant’ s aloe vera‘
products, Applicant’s actual ot intended advestising, promotion, and matketing of aloe vesa drinks in
connection with Applicant’s Mark, and Apgﬁcant’;s actual or intéuded chanaels of trade and class of
_ consumets for aloe vera drinks.

11.  Identify and describe all agréements between Applicant and any third party
cénceming the use and/ or‘regisfmtion of Applicant’s Mark (ot any featute, portion, patt, element,
ot component of Applicant’s Mark), including but not limited to, license z.tgreemeuts, consent

‘agfeetents, coc}dstence. agreements, assighments, and settlement agr_ee:ménts-

12, Identify all of Applicant’s related compaﬂies,. including pt'edecess.oxs—in—énterest,
successors-in-intetest, parent, subsidiary, and sister corpotations, ot other persons and state whether
any of ﬂmﬁu intends to use Applicant’s Mark, o‘t‘ intends to maﬁiifacture, &sﬁbute, or sell anjr.

products in connection with Applicant’s Mark.
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13.  Identify each expest witness from whom Applicant intends to infroduce testimony

duting its testimony period in this proceeding and provide the information requited in Fed. R. Civ.

P. 26()2)(E)

Dated: Septembex 29, 2008

LEGAL _US_E # B0520188.2

Respectfolly sﬁbmitted,

PAUL, HASTINGS, JANOFSKY
& WALKER LLP

Byzgzp!gg;;}: . Shesssn

Robett L. Sherman
Natalie G. Furtnan
75 Bast 55th Street
New Yok, NY 10022
(212) 318-6000

Attorneys for L'Oreal US.A., Inc. and 1/Oreal S.A.




CERTIFICATE OF SERVICE

The undessigned hereby cextifies that a copy of the OPPOSER’S FIRST SET OF
INTERROGATORIES has been served upon Robest Victor Matcon, 3471 Sinnicks Avenue,
Niagara Falls, Ontario, CANADA, by depositing a true copy of the same with UPS, postage prepaid,

-on September 29, 2008.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AIND APPEAL BOARD

In the Mattet of Application Serial No. 76/596,736
Published in the Official Gazette on May 6, 2008

Mark: L’OREAL PARIS:

L’ORBAL S.A. and L'ORBAL USA, INC.,

- Opposet,
V.
ROBERT VICTOR MARCON,
Applicant.

Opposition No. 91184456

OPPOSER’S FIRST SET OF DOCUMENT REQUESTS

Pusrsuant to Rule 34 of the Fedetal Rules of Civil P_rocedu::e and 37 CER 2120, Opposer

T'Oréal S.A. and 1/01éal USA, Tnc. (collectively, “L/Oréal” or “Opposer”) beteby requests that

Applicant Robest Victor Matcon (“Matcon” or “Applicant”) produce the documents and things

requested below for. inspection and copying to L'Ozéal at the offices of Paul, Hastings, Janofsky &

Walker LLP, 75 East 55th Street, New Yok, N'Y 10022, ot at such other place as agteed to by the

parties within thirty (30) days‘ From the date of service. These docusment requests ate continuing end

impose upon Applicant the obligations stated in Fed. R. Civ. P. 26, including Applicmt’s obligation

to supplement docments in a timely manner if Applicant discovers that its production is

incomplete.

For the convenience of the Board and the patties, Opposet requests that each tequest be

quoted in full immediately preceding the response.
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DEFINITIONS AND INSTRUCTIONS

The Definitions and lnstructons contained in Applicant’s Fitst Set Of Requests for

Adnissions served hetewith ate incotporated by refetence and shall apply to these requests.
REQUESTS FOR DOCUMENTS AND THINGS

RE UEST NO. 1
All docaments and tangible things identified of tequested to be identified or compnsmg the

information used, referenced ot otherwise incotporated in tesponse to Opposet’s First Set Of

Intetrogatories.

REQUESTNO. 2:

All documents referting ot relating to Applicant’s consideration of matks and selection. and
cleatance of Applicant’s Mark, inchuding but not limited to, seatches, investigations, su:i:v‘eys, stadies,
research, polls, repotts and opinions that Applicant has evet conducted, t.ec‘eived, Of seert

conceming the availability for use and/or registration of L'OREAL PARITS or vatiations theteof.

REQUEST NO, 3
All documents refetting or relating to Applicant’s consideration of goods ot setvices to be offeted in’
connection with the L'OREAL PARIS Mark, mcludmg but not limited to, seatches, investigations,

surveys, studies, research, polls, repotts and opinions.

REQUEST NO. 4
- All documents evidencing Applicant’s bona fide intent to use Applicant’s Mark in the United States

on or in connection with aloe vera drinks.
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REQUESTNO. 5;
All market sutveys, studies ot othet zeports concerning U.S. consumets of products intended to be

sold in connection with Applicant’s Matk.

REQUEST NO. 6:
Documents sufficient to identify the classes or types of consumers of products intended to be

offered, sold, advertised and/oz promoted in connection with Applicant’s Mark.

REQUEST NO. 7;
Documexits sufficient to identify the channels of trade for products intended to be offered, sold,

advertised and/ot promoted in connection with Applicant’s Matk.

REQUEST NO, &

Documents sufficient to identify all retail locations, including but not limited to diug stc;res, saloms,
and supermatkets, whete Applicant intends to offet, sell, advestise, or protote products in

connection with Applicant’s Mark.

Documents sufficient to identify all types of media (including but not limited to newspapers, -
magazines, trade journals, direct mail advertising, radio, television, and the Intetnet) in which
Applicant intends to advestise, ptomote, offez, featute, display, ot sell aloe veta drinks undet

Applicant’s Mark.

REQUEST NO. 10
Documents sufficient to show all forms and all manness of appeatance in which Applicant has
depicted, displayed, and/or used, ot intends to depict, display and/or use Applicant’s Mark,

inclading bat not limited to all designs, logos, and stylizations.

3
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REQUESTNO. 11:
Documents showing, teferring of relating to all third parties of which Applicant is awate that
advettise, promote, offer, o sell both cosmetics ot petsonal care goods and herbal, botanical, or

mineral products.

REQUEST NO. 12
All docutnents teferting ot relating to the date when and circumstances under which Applicant first

became awate of Opposet and Opposer’s L'OREAL Mark and Opposer’s LORBAL PARIS Matk.

REQUEST NOQ, 13:

All docutments comptising, referring, ot selating to investigations, sutveys, resn;,a:cch, polls, focus
groups, ot opinions that Applicant has ever conducted, received, or seen conceming confusion or
the likelihood of confusion between Applicant’s Matk and Opposet’s L'OR'E?AL PARIS Matk or

Opposer’s LOREAL Matk, between Applicant and Opposer, and/or between Applicant’s products

and Opposet’s products.

REQUEST NO. 14;

All documents compyising, refersing, or relating to invésﬁgations, SULVeys, teseat:ch; pells, focus
groups, or opinjons that Applicant has‘ ever conducted, received, ot seen concerning d;'lution or the
Hkelihood of dilution of Opposer’s LORBAL. Mask of Opposer's LOREAL PARIS Mark due to

Applicant’s use or intended use of Applic'ant’s Matk,

REQUEST NO. 15:
All documments comprising, referring, oz relating to investigations, sutveys, research, polls, focus

groups, ot opinions concerning the level of fame ot tecogaition of L'Oréal’s trade name or

LEGAL_US_E#80525187.2




Opposet’s L'OREAL Mark or Opposex’s L'ORBAL PARIS Mark, or any other mark associated

with L'Oréal.

REQUEST NO. 16:
All documents comprising, referring, or refating to communications, inquiﬁes,' ofr comments to or

from any person referting or telating to Opposet or Opposer’s L'OREAL Mark or Opposer’s

L/OREBEAL PARIS Matk, -

REQUEST NOQ. 17:
Documents referting or relating to judicial and/or: administrative proceedings in any forum referring
of relating to Applicant’s Mark or any portion, patt, feature, element, or component of Applicant’s

Marl.

REQUEST NO. 18:

Documents sufficient to identify all names and tnarks comptised of or containing a mark previously-
registeted of wiciély used by another that Appliczﬁt has registered, currently uses, intends to use, ot

has sought to register a5 a trademark, service mark, ot domain nate.,

REQUESTINQ. 19
Documents comp::is?:;g, teferting, or telating to agreements between Applicant and any third party
concerning the use and/or registration of Applicant’s Matk, including but not limited to, Hcense

agreetents, consent agteements, coexistences agteements, assignments, and seitlement agreements.

REQUEST NO. 20:
Documents sufficient to identify any and all of Applicant’s related companies, including
predecessots-in-interest, succoessors-in-infetest, parent, subsidiz.ry, and sistet cotporations, and

sufficient to indicate whether any of those related compasies uses Applicant’s Mark.

LEGAL_US_E# 80529187.2




REQUEST NO. 21:

All documents referting or relating to each expett witness from whom Applicant intends to
introduce testitnony during its testimony petiod in this proceeding, and all documents pertaining to
the information tequired to be disclosed vnder Fed. R. Civ. P. 26(2)(2)(B), i::gcluding all

compunications to or from the expert witness and all final and deaft reports prepared by or for the

expert witness.

REQUEST NO. 22:

- All documents relating to the term LJOREAL or L'ORIEAL PARIS or to Opposer L'Otéal not

produced in respons-e to any of Oppbser’s other requests for documents and things.

REQUEST NO. 23:

. A copy of the coraplete file histoty of Application Setial No. 76/596,756,

REQUEST NO. 24:

A. copy of the coroplete file history of Applicant’s Canadian application and opposition proceeding

regarding Applicant’s Mark.
Dated: September 29, 2008 Respectfajl}r submitted,
PAUL, HASTINGS, JANOFSKY
& WALKERLLP
By:

Robett L. Shegman
_ Natzlie G. Purman
75 Bast 55th Street
New York, NY 10022
(212) 318-6000

Attorneys for L'Ozeal US.A., Inc. and L'Oreal S.A.
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CERTIFICATE OQF SERVICE

The undetsigned hereby certifies that 2 copy of the OPPOSER’S FIRST SET OF
DOCUMENT REQUESTS has been served upon Robett Victor Matcon, 3471 Sinnicks Avenue,
Niagata Falls, Ontario, CANADA, by depositing a true copy of the satne with UPS, postage prepaid,

on September 29, 2008..
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
" BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Mattet of Application Setial No. 76/596,736
Published in the Official Gazette on May 0, 2008
Mark: L'OREAL PARIS

[’OREAL S.A. and L'ORBEAL USA, INC.,
Opposer,
V. Opposition No, 91184456
ROBERT VICTOR MARCON, ORAL ARGUMENT REQUESTED
Applicant.

EXHIBIT D-2 TO OPPOSER’S NOTICE OF RELIANCE
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
(TRANSMITTAL INFORMATION AND MAILING CERTIFICATION)

Opposition No.: ' 91184456
TRADEMARK: L'OREAL PARIS
~ Application Serial No.: 76596736
Applicant(s): ' ~ Robert Victor M‘é{con |
Opposeris}: L'Oreal USA, inc.w‘qnd L'Qreal S.A.
Opposer{s) Attorney: Robert L. Sherman
Reply Number: Communication - B
Number of Pages: ~ Two hundred and six {2086)
CERTIFICATE OF MAILING

I hereby certify that this correspondence is being dépoéited with the U.8. Postal Service
as EXPRESS MAIL in an envelope addressed to, "U.S. Patent and Trademark Office,
Trademark Trial and_Appeal Board, P.O. Box 1451, Alexandria, VA, U.8.A., 22313-1451".

Express Mail Serial No.: EB 182588916 US
Date of Deposii: 30 October 2008

Depositor's Signature: /& M ﬂ(ﬁ"“"“ (Robert Marcon)

CERTIFICATE OF SERVICE
1 hereby certify that a true and complete copy of the foregoing commespondence has been
served on the Opposers' representative "ROBERT 1. SHERMAN" by mailing said copy via
U.8. Postal Service EXPRESS MAIL to "Robert L. Sherman, Paul, Héstings, Janofsky &
Welker LLP, 75 East 55th Street, New York, NY, U.S.A., 10022",

Express Mail Serial No.: ¥Q 678050187 US
Date of Deposit: 30 October 2008

Depositor's Signature: %‘é»j‘_ . MM (Robert Marcon) -
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Opposition No. 91184456; Mark: L'OREAL PARIS; Appl. No. 765967.36; Comm-B

CASE PARTICULARS

APPLICANT INFORMATION

Name of Applicant: - Robert Victor Marcon

Mailing Address: : Street: 3471 Binmicks Aventue
City/Province: Niagara Falls, Ontario
Géum:ry: Canada

_ Zip Code: L2J 2G6

Other Communications: ‘ ‘I‘eleplﬁone: {905} 354-2643

OPPOSERS' INFORMATION

First Opposer: | L'Oreal USA, Inc.

'Maiiing Address: ' 575 Fifth Ave., New York, NY, U.S.A., 10017
Other Communications: Unknown, ‘
Second Opposer: L'Oreal S.A.

 Mailing Address: L/Oreal 8.A., 14 rue Royale, Paris, France, 75008
Other Communications: Unknown. :
Opposers' Attorney: Robert L. Sherman,

Paul, Hastings, Janoféky & Walker LLP
Mailing Address: Street: 75 East bbth Street
‘ City/State: New York, New York
Counfry: - US.A. '
Zip Code: 10022
Other Communications: Telephone: (212} 318-6000
e-mail: - Tls@paulhastitigs.com
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Opposition No. 81184456; Mark: L'OREAL PARIS; Appl. No. 76596736; Comm-B

IN THE MATTER OF an Opposition by
L'Oreal USA, Inc. and L'Oreal S.A.
to Application Serial No. 76/596,736 filed by
‘ Robert Victor Marcon .
for the trademark "L'OREAL PARIS"
(Opposition No. 91184456)

COMMUNICATION -B
RESPONSE TO OPPOSERS REQUESTS

Thig is a response o the letter mailed (September 29, 2008} by the Opposers’
Attomey, namely, Robert L. Sherman of Paul, Hastings, Janofsky & Walker LLP to the

Applicant herein, namely, Robert Victor Marcon. Saidletter consists ofthree (3) requests
which include: ' '

(1) Opposer's First Set of Requests for Admissions (1-74);
(2)  Opposer's First Set of Interrogatories (1-13); and
(3) Opposer's First Set of Document Requests (1-24).

Thefefore, in accordance'with current trademark protocols and procedures the
Applicant will provide the requested information to the Opposers' Attomey and the U.8.
Patent and Trademark Office, Trademark Trial and Appeal Board. Note also, that the
Applicant will respond to each request made by the Opposers' Attorney in the same
sequence and order as was presented in his letter thereby avoiding unnecessary
paperwork and duplication (a copy of the Attorney's letter is also include as reference).

Inclhuded in this commlication are the following five (5) items totalling two
hundred and sixty-eight (268) pages: ‘

(1) App]icant’s' response to the Opposer's First Set of Requests for Admissions
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Opposition No. 21184456; Mark: L’OREAL PARIS; Appl. No. 76596736; Comm-B

(1-74y; _
{2) Applicant's response to the Opposer's First Set of Interrogatories (1-13);

(3) Applicant's response to the Opposer's First Set of Document Requests {1-
24); |

(4). A copy of the aforesaid Attorney letter mailed September 29, 2008; and
(5)  Applicant's Notice of Reliance (Applicant's Evidence).

Regpectiully submitted,

ot VMo

Robert V. Marcon,
App]icamf Pro Se
" 30 October 2008




Opposition No. 81184456; Mark: L'OREAL PARIS; Appl. No. 76586736; Comm-B

135 - Opposer's First Set of Requests for Admissions (1-74)
136 o
137 1. The Applicant acknowledges said staternent.
138 ' : ‘
139 2. The Applicant disagrees with said claim.
140 .
141 First, the USPTO tradamark‘database shows that the Opposers do not own or
142 - . control any "LIVE" trademarks consisting of the words "L/OREAL PARIS".
143 ' ‘ .

144 Second, trademarks must be considered in their entirety and not as dissected
145 items. 'The Opposer other marks do not consist of the words "LIOREAL PARIS;'.
146 | |
147 Third, the fundamental concept of a trade-mark being granted in relation to
148 certain wares would be rendered meaningless if the wares were not taken into
149 account, The Opposer's wares are not even remotely similar 10 the Applicant's
180 sole remaining ware.

151

152 o Consedquently, the Applicant thereby concludes that the Opposers’ rights do not
153 | predate those of the Applicant. |
164

165 3.  The Applicant acknowledges said staternent.

166 ' _ ,

157 4  The Applicant disagress with said claim. According to the USPTO database the
158 Opposers do not own or contyol any "LIVE" trademarks consisting of the words
159 ' "[JOREAL PARIS".

160 ,

161 5. The Applicant atknowledges said statement.

162

163 6. The Applicant acknowledges said statement.

164

165. 7. Applicant disagrees with said statement.

166 .

167 8. The Applicant is without lmowle'dgeor‘in:formation sufficient to form a belief as
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Opposition No. 21 184456 Mark: L’OREAL PARIS; Appl. No. 76596736; Comm-B

10.

11.

12.

13.

14.

15,

186.

17.

to the validity of the Opposers' statement.

The Applicant is without knowledge or information sufficient to form a belief as
to the validity of the Opposers‘ statement.

The Applicant is without Imowledge or information sufficient to form a belief as
o the validity of the Opposets’ statement.

The Applicant is withous knowledge or information sufficient to form a belief as
to the validity of the Opposers' statement.

. The Applicant disagrees with said claim. According to the USPTO trademark

database the Opposers-do not own or control any "LIVE" trademarks consisting
of the words "I’'OREAL PARIS", As may regard any cominon law or any other
rights claimed by the Opposer - the Applicant is without knowledge or
information sufficient to form a belief as to the validity of the Opposers' statement.

The Apphcant is without knmowledge or information sufficient to form a belief as
to the validity of the QOpposers’ statement.

The Applicant is Withoﬁt nowledge or information sufficient to form a belief as

. tothe valjdity of the Opposers' statement.

The Apphcant d1sagrees with said claim. Accordmg to the USPTO trademark

" database the Opposers do not own or control any "LIVE" trademarks consisting

of the words "L'OREAL PARIS". As may regard any common law or any other
rights claimed by the Opposer -- the Applicant is without knowledge or
information sufficient to form a belief as to the validity of the Opposers' statement.

The Applicant is without knowledge or information sufficient to form a belief as
to the validity of the Opposers' statement.

The Applicant is without knowledge or information sufficient to form a belief as
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Opposition No. 91184456; Mark: L'OREAL PARIS; Appl. No. 76596736; Comm-B

18.

10.

20.

to the validity of the Opposer's statement.

In regards to the mark "L'OREAL PARIS" - the Opposers do not own or control
any live marks consisting of the words "L'OREAL PARIS" according to the USPTO
trademarkdatabase. As such, the Applicant is without knowledge orinformation
Sufﬁcient to form a belief as to the validity of the Opposer's statement.

In regards to the mark "L'OREAL" -- the Applicant has geen various products

bearing the mark "L'OREAL" in drug stores and supermarkets. However, this is
not an unusual situation for drug stores, supermarkets, and large big box stores
normally sell tens of thousands of different pfdducts from a multitude of different
companies some of which employ identical marks for similar wares. -

In regards to the mark "L'OREAIL PARIS" -- the Opposers do not own or control

any live marks consisting of the words "L'OREAL PARIS* according to the USPTO:

trademaz:k database. As such, the Applicant is without knowledge or information
sufficient to form a belief as to the validity of the Opposer's statement.

In regards to the mark "L'OREAL" -- the Applicant has seen other personal care
products gold in the same stores. However, this is not an unusual situation for
large retail stores normally sell tens of thousands of different products from a

multitude of different companies some of which employ identical marks for similar
wares.

In regards to the mark "L'OREAL PARIS' - the Opposers do not own or control

_ any live marks consisting of the words "L'OREAL PARIS according to the USPTO

trademark database. As such, the Applicant is without knowledge or information
sufficient to form a belief as to the validity of the Opposers' statement.

In regards to the mark "L'OREAL" -- the Applicant has seen other said products
sold in the same stores. However, this is not an unusual situation for large stores
normaily seli tens of thousands of different products from a multitude of different
companies some of which employ identical marks for similar wares.
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Oppqsition No. 91184456; Mark: L’OREAL PARIS; Appl. No. 76596736; Comm-B

21.

22,

23.
4.
25.

26.

27,

8.

The Applicant acknowledges said statement.

According to the USPTO database the Opposers do not own or control any "LIVE"
trademarks consisting of the words "L'OREAL PARIS'. Applicant, hoWever, was
aware of previous "DEAD" marks consisting of the words " OREAT PARIS" which
belonged to the Opposers. ' :

The Applicant acknowledges said statement.
The Applicant disagrees with said étatement.
The Applicant disagrees with said statement.

The question is irrelevant and immaterial in that it does not deal with. the subject
matter at hand, That is because what is important and cardinal in these ‘
opposiﬁioxi proceedings is not whether the Applicant's other applications should
or should not be allowed but whether or not the-Applicant's mark "L'OREAL
PARIS" should or should not be allowed. Superflucus references to unrelated and.
independent trade-marks applications which have no bearing on this ¢ase serve
only to cloud the important issues which are truly relevant. Congequently, such
qﬁestions beihg irrelevant and immaterial need not be answered.\

The question is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings is not whether the Applicant's other applications should

~ or should not be allowed but whether or not the Applicant's mark “L'OREAL

PARIS" should or should not be allowed. Superfluous references to unrelated and
independent trade-marks applications which have no bearing on this case serve
only to cloud the important issues which are truly relevant. Consequently, such
questions being irrelevant and immaterial neéd not be answered. '

The question is imelevant and immaterial jn that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these

8
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29.

30.

31,

opposition proceedings is not whether the Applicant's other applications should
or should not be allowed but whether of not the Applicant's mark "L'OREAL
PARIS" chould or should not be allowed. Superfluous references to umrelated and
mdependent trade-marks applications which have no bearing on this case serve
only to cloud the important issues which are truly relevant, Conseqguently, such
questions being irrelevant and iminateriai need not be answered.

The question is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings is not whether the Applicant's other applications should
or should not be allowed but whether or not the Applicant's ark "L'OREAL
PARIS* should or should not be allowed. Superfluous references to unrelated and
independent trade-marks applications which have no bearing on this case serve
only to cloud the important jissues which are truly relevant. Consequently, such
questions being irrelevant and immaterial need not be answerad.

The question is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings is not whether the Applicant's other app]ications should
or should not be allowed but whether or hot the Applicant's mark "L’OREAL
PARIS" should or ghould not be allowed. Superfluous referencesto unrelated and
independent trade-marks applications which have no bearing on this case serve
only to cloud the important issues which are truly relevant. Consequently, such

gquestions being irrelevant and immaterial need not be answered.

The question is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cerdinal in these

‘opposition proceedings is not whether the Applicant's other applications should

or should not be allowed but whether or not the Applicant's mark "L'OREAL
PARIS' should or should not be allowed. Superfluous references to unrelated and

" independent trade-marks applications which have no bearing on this case serve

only to cloud the important issues which are truly relevant. Consequentlv, such
questions being irrelevant and jmmaterial need not be answered.
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32.

33.

34.

3b.

The question is irrelevant and immaterial mthat it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings is not whether the Applicant's other applications should
or should not be allowed but whether or not the Applicant's mark "L'OREAL
PARIS" should or should not be allowed. Superfluous references to unrelated and
independent trade-marks appliéations which have no bearting on this case serve
only to cloud the important issues which are truly relevant. Consequently, such
guestions being irrelevant and imrhaterial need not be answered.

The question is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinat in these
opposition proceedings is not whether the Applicant‘é other applications should
or should not be allowed but whether or not the Applicant's mark "L'OREAL

- PARIS' should or should not be allowed. Superfluous references to unrelated and

independent trade-marks applicatioils swhich have no bearing on this case serve
only to cloud the important issues which are truly relevant. Consequently, such
questions being irelevant and immaterial need not be answered.

The question is imelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings is not whether the Applicant's other applications should
or should not be allowed but whether or not the Applicant's mark "L'OREAL
PARIS" should or should not be allowed. Superfiuous references to unrelated and.
independent trade-marks applications which have no bearing on this case serve
only to cloud the important issues which are truly relevant. Consequently, such
guestions being irrelevant and immaterial need not be answered.

The guestion is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings is not whether the Applicant's other applications should
or should not be allowed but whether or not the AppHcant's mark "L'OREAL
PARIS" should or should not be allowed. Superfluous references to unrelated and
independent trade-marks applications which have no bearing on this case serve
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36.

. 37.

38.

only to cloud the important issues which are traly relevant. Consequently, such
questions being irrelevant and immaterial need not be answered.

The question is irrelevant and immaterial in that it does not deal with the subject
matter at hand. That is because what is important and cardinal in these
opposition proceedings ie not whether the Applicant's other applications should
or should not be allowed but whether or not the Applicant’s mark "L'OREAL
PARIS" should or should not be allowed. Superfluous references to unrelated and
independent trade-marks applications which have no bearing on this case serve
only to cloudthe important issues which are truly relevant. Such que stions being
irrelevant and immaterial need not be answered.

In regards to the Applicant"s application for the mark "/OREAL PARIS' the

 Applicant disagrees with the Opposers. Moreover, the Opposers do not owr or

control any "LIVE"rademarks consisting of the words "I OREAL PARIS" according
{0 the USPTO database.

The Applicant disagrees with the Opposers. The Applicant has always had a
bona fide intent to use the mark "L'OREAL PARIS" in commerce. ‘

As for the Applcant's other applications - the question is irelevant and
immaterial in that it does not deal with the subject matter at hand. That is
because what is iznz:;ortant and cardinal in these opposition proceedings is not
whether the Applicant's other applications should or should not be allowed but
whether or not the Applicant's mark "LIOREAL PARIS" should ox should not be

allowed. Superfluous references to unrelated and independeni trade-marks

applications which have no bearing on this case serve only to cloud the important
igssues which are truly relevant. Conseguently, such questions being irrelevant
and immaterial need not be answered.

The Applicant disagrees with the Opposers. The Applicant has always had a
bona fide intent to use the mark "T'OREAL PARIS" in commerce.
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39,

40.

41

As for the Applicant's other applications - the question is irrelevant and
immaterial in that it does not deal with the subject matter at hand. That is
because what is important and cardinal in these opposition proceedings is not
Whether the Applicant's other apphcatlons should or should not be allowed but
whether or not the Applicant's mark "L'OREAL PARIS" should or should not be
allowed Superfluous references to umelated and independent trade-marks
applications which have no be aring on this case serve only to cloud the unpori:ant

‘issues which are truly relevant Consequently, such guestions being irrelevant

and immaterial need not be answered.

The Applicant disagrees with the Opposers. The Applicant _has always had a
bona fde intent to use the mark "L'OREAL PARIS" in commerce and not to make
a philosophical point about trademark protection.

As for the Applicant's other applcations -- the question is frrelevant and
immaterial in that it does not deal with the subject maiter at hand. That is
because what is important and cardinal in these opposition pzoceedmgs is not

.Whether the Applicant's other applications should or should not be allowed but

whether or not the Applicant's mark “IL.OREAL PARIS" should or should not be
allowed. Superfluous references to unrelated and independent trade—marks
applications which have no bearing on this case serve only to cloud the 1mportant
issues which are truly relevant. Consequently, such questions being irrelevant '
and immaterial need not be answered.

The Applicant acknowledges said staterment.

The Applicant acknowledges the wares so named therein.

The Applicant, however, disagrees with the Opposers in that the Applicant did
not believe that confusion would occur between the Apphcant s mark "I’ OREAL

PARIS" and those of the Opposers since the USPTO trademark database had not
revealed any conflicting wares with the Applicant's mark "IL/OREAL PARIS".
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42.

43.

Tn addition, according to the USPTO database tha Opposers do not own or control
any "LIVE® trademarks consisting of the words "[OREAL PARIS"

The Applicant acknowledges said statement. '

The Applicant, however, disagrees with the Opposers in that the Applicant did
not believe that confusion would occur between the Applicant's mark "L'OREAL
PARIS" and those of the Opposers since the USPTO trademark database had not
revealed any conflicting wares with the Applicant's mark "L'OREAL PARIS"

Second, according to the USPTO database the Opposers donot own or control any

T IVE" trademarks consisting of the words "L/'OREAL PARIS".

. Third, it should be realized that when determining prospective confusionbetween

trademarks the trademarks must be considered in their entirety and not as
dissected items. The Dpposers marks do not consist solely of the words
"LOREAL PARIS" and the Opposers marks "L'OREAL" do not include the word
"PARIS" in their constxtuenc;es.

‘Fourth, the fimdamental concept of a trademark being granted in relation to

certain wares would be rendered meaningless if the nature of wares were not
taken into account. This concépt is born out by the very fact that the USPTO
trademark database Com:fcﬁns many identical trademarks that have been and.
continue to be allowed because they list wares sufficiently different to overt
confusion. The Applicant's "L'OREAL PARIS" mark would be no different.

Fifl:h,.the purpose of the U.S. Patent and Trademark Office, as well as. any other
sirmilar ofﬁde, is to safeguard existing trademarks. Asg such, all applications are
thoroughly examined and reviewed for thét purpose. Thus, if an application is
flawed or the applicant erred, in any manner, those errors will be corrected
accordingly in a rnanner specified by the rules and regulation currently existing.
No trademark application will be permitied to be approved if it has not met all the
legal reqaﬁréments stipulated in lavw. |

13




32
33
34
35
36
37
38
39
40
41
42
43
44
45

46

47
48
49
50
51
b2

53,

54
55
56
57
58
59
60
61
62
63
64

OppOSItlon No. 91184456; Mark: L‘OREAL PARIS; Appl. No. 76596736; Comm-B

44.
45,

46.

47.

48,

Thus, the Applicant, in prosecuting his application, has deleted or otherw:ase ‘
removed all wares but one. That one remaining ware is "aloe vera drinks", Thus,
what is truly in dispute is not the Applicant deleted wares but is sole remaining
wares or "aloe vera drinks". With this in mind, the Applicant sugges't that the
Opposers' Attorney focus on said remaining ware and not upon wares long since
cancelled. '

The Applicant acknowledges said statement.
The Applicant acknowledges said statement.
The App]icant disagrees with the Opposers. The Applicant has always had a
bona fide intent to use the mark "L'OREAL PARIS" in commerce. In todays

business world the capaéity‘ to manufacture, distribute and sell does not always
rest on a persons actual physical facilities. Such things can be rented, joint

ventured or procured via outsouxcmg Moreover licensing is also a practical

means of business and just as viable a means of business as creating such
companies from scratch. '

Applicant disagrees with the Opposers' statement. The Opposers' marks have
never been associated, even remotely, with "aloe vera drinks”.

Applicant disagrees with the O;oposers‘ statement.

Second, according to the USPTO database the Opposers do not own or control any
"LIVE" trademarks consisting of the words "L'OREAL PARIS".

Third, it should be realized that when detenmining prospective confusion bétween_
trademarks the trademarks must be considered in their éntirety and not as
dissected items. The Opposers' marks do not consist solely of the words
"T)OREAL PARIS" and the Opposers' marks "L'OREAL" do not include the word
"PARIS" in their constituencies.
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49,

50.

51.

52.

Fourth, the fundamental concept of a trademark bheing granted in relation to
certain wares would be rendered meaningless if the nature of wares were not

 taken into account. This concept is born out by the very fact that the USPTO

trademark database contains meny identical trademarks that have been and
continue to be allowed because they list wares sufficiently different to overt
confusion. The Applicant's mark "L'OREAL PARIS" would be no different.

The Applicant acknowledges said statement. However, the Opposers, while they

. may present wares whose compositions contain aloe vera, such examples would

be very poor at best for the simple reason that any mark is only associated with
the final product itself and not the individual mgredlents or constituents that
make up those products. After all, products such as mitk may contain vitarmin D,

orange juice may be supplemented with calcium, and cereal fortified with
multiple vitamins. Many other mrelated products also employ vitamins, minerals
and even herbs but it would be clearly unreasonable to conclude that L'OREAL
would also be associated with milk, juice, cereal or even herbs just because some
of their cosmetics, skin creams or lotions contained traces of milk, vitamins,
minerals or herbs. After all, a person seeking hair dye, gosmetics or skin cream
does not contemplate nor go looking for aloe vera drinks (and vice versa). This
same analogy also applies to all of the wares evidenced in these opposition
proceedings be they the Opposers' or that of others. That is, the final wares

" themselves are what may or may not be found confusing and not the individual

ingredients composiﬁg or constituting those wares.

Applicant disa_grees' with the Opposers' statement. In todays business
environment beverages containing aloe vera are not UNCOMIMON. As to which is
the dominant sector, the Applicant is without knowledge or information sufficient
to form a belief as to the validity of the Opposers' statement.

Applicant acknowledges the Opposers' statement as it regards the Opposers'
"L'ORBEAL' marks only.

Applicant acknowledges the Opposers' statement.
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53.

54,

55,

56.

57.

Applicant acknowied,ges the Opposars' statement.
Applicant ackmowledges the Opposers' statement,

The Applicant is without knowledge oi information sufficient to form a belief as
to the validity of the Opposers' statement,

The term "often” is open ended. As far as the Applicant is aware personal care
products such as hair dye, cosmetics, and skin creams are not sold through
regtaurants, clubé, and bars thereby demonstrating that the channels of frade of
different. As such, the Applicant is without knowledge or information sufficient
to form a belief as to the validity of the Opposers' statement in regards to all
channels of trade. '

The only remaining ware left to the Applicant is "Aloe Vera Drinks". The
Applicant is aware of such products being sold in some establishments that also
sell wares under the Opposers' marks and some establishments like restaurants,
clubs, and bars that do not. However, the Opposers, while they may presemﬁ
wares whose compositions contain aloe vera, such examples would be very pooxr
at best for the simple reason that any mark is only associated with the final
product itself and not the individual ingredients or constituents that make up
those products. After all, products such as milk may contain vitamin D, orange
juice may be supplemented with calcium, and cereal fortified with multiple
vitamins. Many other unrelated products also ermploy {ritamjns, minerals and
even herbs but it would be clearly unreasonable to conclude that L'OREAL would

“also be agsociated with milk, juice, cereal or even herbs just because some of their

cosmetics, skin creams or lotions gorgained traces of milk, vitamins, minerals or
herbs, After all, a person seeking hair dye, cosmetics or skin cream does not
contemplate nor go looking for aloe vera drinks (and vice versa)., This same
analogy also applies to all of the wares evidenced in these opposition proceedings '
be they the Opposers' or that of others. That is, the final wares themselves are
what may or may not be found confusing and not the individual ingiedients
composing or constituting those wares.
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58.
59,
0.
81.

62.

63.

64.

6b.

66.

87,

Moreover, it is not an, unuéual situation for drug stores, supermarkets, and large
big box stores to sell tens of thousands of different products from a multitude of
different companies some of which employ identical marks for similar wares.

Applicant acknowledges said statement.

~ Applicant disagrees with said statement.

Applicant disagrees with said statement.
Applicant acknowledges said statement.
Applicant disagrees wii;h said statement because the Opposers do not own or
control any live marks consisting of the words "L/OREAL PARIS" according to the

USPTO trademark database.

The Applicant acknowledges said statement. However, the Applicant has

- provide further information in regards to the name "L'Oreal" in his "NOTICE OF

RELIANCE (APPLICANT'S EVIDENCE)" also submitted berein. ‘SBecond, abetter
result would have been gamered if something like "LEXIS NEXIS" were used.

The Applicant acknowledges said statement. FHowever, the Applicant has
provide further information in regards to the name "Oreal’ in his "NOTICE OF
RELIANCE (APPLICANT'S EVIDENCE)" also submitted herein. Second, a better
result would have been garnered if éome’r.hing like "LEXIS NEXIS" were used.

The Applicant is without knowledge or information sufficient to form a belie_f as
to the validity of the Opposers’ statement.

The Applicant acknowledges said statement,

The Applcant disagrees with said statement in that the name "L'Oreal' and
"Oreal” mean the same thing. That is, in the French language 1/Oreal means "The

17
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58.

69,

70.

71.

72.
73.

74.

Oreal" and "Oreal{I remains "Oreal”. As such, if one considers this fact then the
name "Oreal' is more common (see Applicant "NOTICE OF RELIANCE

- (APPLICANT'S EVIDENCE)" submitted herein).

The Applicant is without knowledge or information sufficient to form a belief as

to the validity of the Opposers' statement.
‘The Applicant acknowledges said statement.
The Applicant disagrees with said statement in that the name "L'Oreal’ and

"Oreal” mean the same thing. That is, inthe French language L'Oreal means "The
Oreal" and "Oreal’ remains "Oreal’. As such, if one considers this fact then the

pame "Oreal’ is more common (see Applicant "NOTICE OF RELIANCE

(APPLICANT'S EVIDENCE)' submitted herein).

The Applcant is without knowledge or information sufficient to form a belief as
to the validity of the Opposers' statement. '

The Applicant acknowledges said'statement.

The Applicant acknowledges said statement.

The Applicant disagrees with said statement in that the name "Parig” is not only

considered to be a geographical reference but a proper name and a surname as
well, In this respect any mark containing the word "PARIS" would, in the
Attorney's view, always be considered as geographically misdescriptive if not
from that local, 'The Applicant believes this not to be the case.

Opposer's First Set of Interrogatories (1-13)

The Opposers" question is irrelevant and immaterial in that it does not deal with
the subject matter at hand, namely, ‘whether or not the Applicant's mark is

18
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- 597 _ registrable. Superﬁuous questions regardmg trademark origing or genesis are
598 ‘ questions non-critical to the outcome of the present case and serve only to cloud
599 the important issues which are truly relevant.

600

601 . ‘Ap};ilicant maintains that questions important to the outcome of this case can be
802 ' gsummed up in the following five points. They are: '

603 | |

604 () the inherent distinctiveness of the trade-names and the extent to which
605 they have becoine known;

608 (b)  the length of time the trade-marks or trade-names have been in use;

607 o (o) the nature of the wares, services or business;

608 (d) the nature of the trade; and

809 (e) the degree of resemblance betwean the trade~marks or trade-names in
610 appearance or sound or in the ideas suggested by them.

611 . ‘

612 These five questions, the Applicant believes, determine whether the Applicant's
613 mark would be found confusiﬁg with the Opposers' marks. Questions unzelated
614 tothese fundamental principles are unvrarranted and thus need not be answered.
615 o

616 2. The Opposers' question is irrelevant and immaterial in that it does not deal with
617 ‘ the subject matter at hand, namely, whether or not the Applicant's mark is

618 registrable. Superfluous questlons regarding trademark origins or genesis are

619 : questions non-critical io the outcome of the present case and serve only to cloud

. 820 the important issues which are fruly relevant.

621 ' o -

622 Applicant maintains that questions important to the outcome ofthis cage can be
623 sumimed up in the following five points. They are:

624

625 (a)  the inherent distinctiveness of the trade-names and the extent to which
626 they have become known,

627 (b)  the length of time the trade-marks or trade-names have been in use;
528 {(c). the nature of the wares, services or business;

629 (@)  the nature of the trade; and
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() the degree of resemblance between the trade-marks or trade-names in
appearance or sound or in the ideas suggested by them.

These five questipns, the Applicant believes, determine whether the Applcant's
mark would be found confusing with the Om;:c:sersi marks. Questions unrelated
tothese fundamental principles are unwarranted and thus need not be answered.

The questionis undefined in that the question asks for information extraterritorial
o the U.S.A. and is thus not within the scope or mandate of these opposition
proceedings. In regards to the U.B.A. -- the Applicaxit has not conducted,
received nor seen any investigations, surveys, reseaich, polls, focus groups, or

' opinions conceming confusion or the likelihood of confusion between the

Applicant's mark and/ox wares and those belonging to the Opposers.

The guestionis undefined inthatthe question asks for information extraterritorial
to the U.8.A. and-is thus not within the scope or mandate of these opposition
proceedings. In regards to the U.S.A. - the Applicant has not conducted,
received nor seen any investigations, surveys, research, polls, focus groups, 0r
opinions concerning the availability for use and/or registration of Applicant's mark
or variations thereof.

The Applicant has always had a bona fide intent to use the mark "L'OREAT
PARIS" in commerce.

Infodays business world the capacity to manufacture, distribute and selldoes not
alwrays rest on a persons actual physical facilities. Such things can be rented,
joint ventured or procured via outsourcing. Moreover, licensing is also a practical
means of business and just as viable a means of business as creating such
companies from scratch. Thus, upon allowance of the Applicant's mark the
Applicant will adjudicate and review prevailing market conditions and finally
pursue one or more of options stated above as is his right. Thus, by the
Applicant's reasoning, the Applicam: has shown bona fide intent as the business
methods herein stated offer viable options regarding commercialimplementation. '
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663 Moreover, the Applicant wishes to inquire as to the definition of "bona fide intent”
664 for mnany successful people have made forfunes m businesses begun from humble
685 beginnings or were contrary to expert opinion. Microsoft, Dell, and Federal
6606 . Express were all such companies yet against all odds not only prevailed but
66'_] ' triumphed. In this same light the Applicant, for example, has successfully filed,
668 prosecuted, and appealed his mark in the U.8.A., and is now currently engaged
669 inthese opposition proceedings without the obvious benefits and insight afforded
670 by a seasoned trademark attormey. Thus, iz this not a reasonable example of
671 "bona fide intent.” for if it is not the Applicant has truly squandered many years
672 foolishly. The Applicant believes that he genuinely possesses "bona fide intent"
8673 and will employ this same zeal in his efforts to sﬁccessﬁﬁly commercialized his
674 ' trademark and product once approved. ' |
675 ' |
676 6. The Applicant's application for the mark "L'OREAL PARIS" was submitted to the
677 USPTO for the United States of America. Inthis regards there has been no "date
678 of first use” in the U.S.A.. Since the Applicant's mark regards an “intent to use
679 ' mark® the Applicant believes he has met the letter of the law as the law does not
680 require a "first use” before a trademark application can be made. Questions
681 _ regarding countries other than the U.8.A. are not within the scope or mandate of
682 ' these opposition proceeding}s and thus need not be answered.
683
684 7. The type of purchasers that the Applicant intends to market aloe vera drinks
6856 includes both male and female encompassing all age groups. The Applicant
686 ‘ * envisions the product to be a competitor to other beverages such as orange juice,
687 . . apple juice, iemonade, coffee, tea and other such products.
688 .
689 8. The App]icazﬁ: intends to market aloe vera drinks primarily to restaurants, clubs
690 and bars and secondarily to grocery stores and other such outlets.
691
692 9. In regards to said question - the Applicant does not know of any such company
‘693 that markets wares similar to those of the Opposer and also sells aloe vera drinks.
604 Tn the prosecution of this application even the Examiner could not find any such
695 companies. However, even if such companies could be found it doesg not set a
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10.

i1.

12,

precedent for the USPTO trademark roster currently lists many companies
utilizing identical marks while selling similar wares without confusion.

The Applicant is the only person most familiar with the Applicant's mark, the
peison most familiar with the Applicant's aloe vera products, the person most
familiar with the Applicant's actual or intended advertising, promotion, énd
marketing of aloe vera drinks in connections with the Applicant's mark, and the
person most familiar with the Applicant's actual or intended channels of trade and
class of consumers for aloe vera drinks.

However, the Applicant contends that such questions are all irrelevant. Thatis,
the questions are not directed at finding out Whether or not the Applicant's mark
is confusing with those of the Opposers but rather is directing a gathering
extraneous information from the Applicant. Moreover, thé guestions are. also
undefined in that the questions asks for information extraterritorial to the U.5.A.
and is thus not within the scope or mandate of these opposition proceedjligs. Asg
such, they need not be answered.

The questions are not directed at finding out whether or not the Applicant's mark
is confusing with those of the Opposers but rather is directing & gathering
extraneous information from the Applicant, Moreover, the 'questionls are also
undefined in that the questions asgks for information extrateﬁitqrial tothe US.A.
and is thus not within the scope or mandate of these opposition pxoceedings. As

- such, they need not be answered.

The questions are not directed at finding out whether or not the Applicant's mark
is confusing with those of the Opposers but rather is directing a gathering
extraneous information from the Applicant. Moreover, the questions are also
undefined in that the questions asks for information extraterritorial to the U.S.A.

" and is thus not within the scope or inandate of these opposition proceedings. As

such, they need not be answered.
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Opposer's First: Set of Document Requests (1- 24)

L No such documents exist.

2. No such U.S. documents exist. Second, the request is undefined in that the
request asks for information extraterritorial to the U.S.A. and is thus not within
the scope or mandate of these opposition proceedings. As such, non-U.5.
references need not be provided.

3. No such documents exist. Second, the request is undefined in that the recuest
asks for information extraterritorial to the U.8.A, and is thus not within the scope
or mandate of these opposition proceedings. As such, non-U.S. references need
not be provided.

4. No such documents exist, however, the Applicant is unaware of any current
USPTO tradermark rules and regulations or legal pmcedent defining what is and
what is not "bona fide intent". As such, the Applicant will restate that he has |
always had a bona fide intent to use the mark "L'OREAL PARIS" ini cornmerce.

Second, the Applicant believes that in todays business world the capacity to
manufacture, distribute and sell does not always rest onapersons actual physical
facilities. Such things can be rented, joint ventured or procured via outsourcing.
Moreover, licensing is also a practical means of business and just as viable a
means of business as creating such companies from scratch. Thus, upon
allowance of the Applicant's mark the Applicant will ééi]’udicate and review
preVaih‘ng market conditions and ﬁnaﬂy pursue one or more of options stated
above as is his right. Thus, by the App}icant‘é reasoning, the Applicant has
shown bona fide intent as the business ﬁethods herein stated offer viable options
regarding commercial implementation.

Third, the request is undefined in that the request asks for information
.extraterdtorial to the U.8.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.S. references need not be provided.
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5.

10.

11.

12.

13.

i4.

15.

No such surveys, studies or reports exist.

No such documents exist.

No such documents exist.

No such documenss exist.

No such documents exist.

No such documents exist.

No such documents exist. That is, the Applicant does not kmow of any such
company that markets wares similar to those of the Opposers and also sells aloe
vera drinks. In the prosecution of this application even the Examiner could not
find any such companies. However, even if such companies could be found it
does not set a precedent for the USPTO trademark roster currently lists many

companies with identical names selling similar wares without confusion.

No stuch documents exist. Applicant is uncertain as to the date of awareness
referred to but it predates the Applicant's filing for the mark "L’'OREAL PARIS".

No such U.8. documents exist. -'E';econd, the request is undefined in that the
request asks for information extraterritorial to the U.5.A. and is thus not within

the scope or mandate of these opposition proceedings. As such, non-U.S.
_references need not be provided.

No such U.S. documents exist. Second, the request is undefined in that the
request asks for information extraterritorial to the U.8.A. and is thus not within
the scope or mandate of these opposition proceedings. As such, non-U.5,
references need not be provided.

No U.S. documents, other than the documents sent to the Applicant by the
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16.

17.

18,

19.

Opposer regarding the rankings of trademark by Business Week Magazine.

Second, the request is undefined in that the request asks for information
extraterritorial to the U.8.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.B. references need not be provided.

Notwithstending communications to the Applicant from the Opposer, no such
documents exist.

Second, the request is undefined in that the 'request asks for information
exiraterritorial to the U.S.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.S. references need not be provided.

‘Mo such documents exist regarding the U.S.A.

Second, the requesi is undefined in that the :cequest‘ asks for information
extraterritorial to the U.8.A. and is thus not within the scope or mandate of thege
opposition proceedings. As such, non-U.5. references need not be provided.

This request is not directed at finding out whether or not the Appiicailt’s U.s.
“I:rademark application is confusing with the marks of the Opposers but rather is

directing a gathering extraneous information from the Applicant not related or
relevant to this opposition.

Second, the request is undefined in that the request asks for information
extraterritorial to the U.8.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.S. references need not be provided.

This request is not directed at finding out whether or not the Applicant's U.S.

trademark application is confusing with the marks of the Opposers but rather is

directingy a gathering" exfraneous information from the Applicant not related or
relevant to this opposition,
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20.

2l

22.

23.

Second, the request is undefined in that the request asks for information
extratertitorial to the U.8.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.8, references need not be provided.

This request is not directed at finding out whether or not the Appﬁcant‘é Us.
trademark applic ation is confusing with the marks of the Opposers but rather is
directing a gathering extraneous information from the Applicailt not related or
relevant to this opposition. o

Second, the request is undefined in that the request asks for information
extraterritorial to the U.S.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.S. references need not be provided.

No such documents exist.

The Applicant will take this opportunity to supply the Opposers with the
Applicant's "NOTICE OF RELIANCE (APPLICANT'S EVIDENCE)" as it seems
approprate at this time to do so. This submigsion showld, th@refore; be
considered the Applicant's serving of his "NOTICE OF RELIANCE (APPLICANT'S
EVIDENCE)" to the Opposers' representaﬁve as would be customa.fy in such -
opposition proceedings (more of less). This should provide the Opposers with the
evidence with which the Applicant intends to rely on in these opposition
proceedings. As is require by current trademark regulations the Applicant will
also supply an original copy 40 the Trademark Trial and Appeal Board.

A copy ofthe file history of trademark Application Serial No. 76/598,736 is easily
accessible to the Opposers and their Attorney by logging on to the governments
webgite "www.uspto.gov" ehtering “rademarks’, then entering "View Full Files
(TDR)", and finally entering the application serial number above. The Applicant
understands the Opposers’ Attorney to be a trademark specialist and as such
should know of this website and how to download the requested information
accordingly. This website will, therefore, provide the Opposers' Attorney withthe
informationhe currently seeks without unnecessarily and needless burdening the
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24.

Appﬁbaﬁt with the downloading, reproduction, and delivery of the information
recested.

This request is not directed at finding out whether or not the Applicant’s U.8.

- trademark application is confusing with the marks of the Opposers but rather is

directing a gathering extraneous information from the Applicant not related or
relevant to this opposgition,

Second, the reguest is undefined in that the reguest asks for information
extraterritorial to the U.8.A. and is thus not within the scope or mandate of these
opposition proceedings. As such, non-U.5. references need not be provided.
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IN THE UNITED STATES PATENT AND TRADEMARK. OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 76/596,736
Published in the Official Gazette on May 6, 2008
Mark: L'OREAL PARIS

L’OREAL S.A. and L'OREAL USA, INC.,
Opposer,
V. | Opposition No. 91184456
ROBERT VICTOR MARCON, ORAL ARGUMENT REQUESTED
Applicant.

EXHIBIT D-3 TO OPPOSER’S NOTICE OF RELIANCE
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
' (TRANSMITTAL INFORMATION AND MAILING CERT[F%CATION)

Opposition No.:

91184456
TRADEMARK: L’OREAL PARIS
Application Serial No.: 76596736

Applicant(s):
Opposer(s):

Robert Victor Marcon .
L'Oreal USA, Inc. and L'Oreal S.A.

Opposef(s) Attorney: Robert L. Sherman

Reply Number:
Number of Pages:

Certificati‘on:

Communication - C
One hundred and thirty-six {136}

CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of
the foregoing correspondence has been served on the Opposers'
representative "ROBERT L. SHERMAN" by mailing said copy via
the U.S. Postal Service using FIRST CLASS. CERTIFIED MAIL,
postage prepaid, to " Robert L. Sherman, Paul, Hastings, Janofsky
& Walker LLP, 75 East 55th Street, New York, New York, U.S.A.,
10022", _ '

Certified Mail Serial No.: 7006 2760 0002 7851 3877
Date of Deposit: 7 February 2009

Depositor's Signature: /4:{ /l( - (Robert Marcon)
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CASE PARTICULARS

APPLICANT INFORMATION

Name of Applicant: Robert Victor Marcon

Mailing Address: Street: 34771 Sinnicks Avenue
City/Province: Niagara Falls, Ontario
Country: Canada
Zip Code: L2J2G6 -

Other Communications: Telephone: (608} 3b4-2543

OPPOSERS' INFORMATION

First Opposer: L'Oreal USA, Inc.
Mailing Address: 575 Fifth Ave., New ?Ork, NY, U.8.A., 10017
" Other Communications: ~ Unknown
Second Opposer: L'Oreal 8.A.
Mailing Address: , . L'Oreal 8.A., 14 rue Royale, Paris, France, 756008
Other Communications: Unknown
Opposers' Attorney: Robert L, Sherman,
- ' Paul, Hastings, Janofsky & Walker LLP
Mailing Address: Street: 75 East 55th Street
City/State: New York, New York
Country: U.5.A.
Zip Code: 10022
Other Cormnmunications: Telephone: (212) 318-6000

e-mmail: ls@paulhastings.com
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IN THE MATTER OF an Opposition by
1'Oreal USA, Inc. and L'Oreal S.A.
to.Application Serial No, 76/596,736 filed by
Robert Victor Marcon
for the trademark "L'OREAL PARIS"
(Opposition No. 91184456)

COMMUNICATION - C
RESPONSE TO OPPOSERS' REQUESTS (SUPPLEMENTARY)

ThlS is a response to the letter mailed January 7, 2009 by the Opposers'
representative, namely, Natalie Furman of Paul, Hastings, Janofsky & Walker LLP to the
Applicant herein, namely, Robert Victor Marcon. Said letter consists of three (3) requests -
which inciude:

(1) Gieneral Dzscovery Issues;

(2) Specific Requests for Admissions ami Responses;
(3) Specific Interrogatories and Responses; and

(4)  Specific Document Requests and Responses.

Therefore, in accordance with current trademark protocols and procedures the
App?icam will provide the requested information and/or documents to the Opposers’
representative as appropriate.

Note also, that the Applicant W111 respond to each request made by the Opposers'
representative in the sarme sequence and order as was presented in her letter thereby
avoiding unnecessary paperwork and duplication (a copy of the Attorney's letter is
herein included as reference). _ ' |

Included also in this communication are the following four {4) iterns totalling one
hundred and thirty-six (136) pages:
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(1)

(2)

(3)

(4)

Applicant's response to the Opposers' "Specific Requests for Admissions
and Responses';

Applicant's résponse to the Opposers' "Specific Interrogatories and
Responses";

Applicant's response to the Opposers' "Specific Document Requests and
Responses”; '

Corresponding documents to the above responses as appropriate; and
A copy of the aforesaid Attomey letter mailed January 7, 2002

Respectiully submitted,

Aot V. Mo

Robert V. Marcon,
Applicant Pro Se
7 February 2009
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Appli;:ant‘s Supplementary Response To The Opposers'
"specific Requests for Admissions and Responses"

Initial Matter

The Applicant will confirm the Apphcants use of the term "acknowledges® is to
be understood as an "ADMISSION", and that the term "dis agrees” isto be understood as
a "DENIAL" under Fed. R. Civ. P.36..

Rem;est for Admission No.2

In regards to the Opposers' "L OREAL" mark -- the Applicant acknowledges said
statement. Inregardstothe Opposers' "L'OREAL PARIS" mark--the Applicant disagrees
with gaid statement as there are no reg_nstered marks or applocations utilizing the words
"[/OREAL PARIS" that predate the Applicant's filing. In regards to the Opposers’
common law "L'OREAIL PARIS' mark -- the Applicant is without knowledge or
information suff101ent to form a belief as to the valldlty of the Opposers' statement.

Recruest for Admigsion No.4 ,
Applicant acknowledges said statement. Thatis, the Applicant's markis identical
to the Opposers' claimed "L'OREAL PARIS" common law mark. ‘

Reguest for Admission No.18

Applicant acknowledges said statement,

Reqguest for Adﬁﬁssion No, 12

Applicant acknowledges said statement.

Recuest for Admission No.20

Applicant acknowledges said statement.

Request for Admission No.22

Applicant was aware of the dead "L'OREAL PARIS* marks belonging to the
Opposer prior to applying for federal regiétration of the Applicant's mark. However, in
regards to the Opposers' claimed common law marks bearing the words "L'OREAL
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PARIS" the Applicant is without knowledge or information. sufficient to form a belief as
0 the validity of the Opposers' statement.

Becuest for Admlssmn No.26

.. Inthe Opposers' current letter to the Applicant the Opposers have stated on Page

" 2 that "the scope of discovery is very broad, generally permitting discovery of all non-

privileged information that is relevant or likely to lead to admissible evidence relating
to any claim or defence’.

Furthenmnore, the Opposers have remarked that "T'he Board has clearly stated that
"[ilt has been.generally held that the reqmrement of relevance must be construed
liberally and that dlscovery should therefore, be generously allowed unless it is clear,
béyond any doubt, that the mformatmn sought can have no possible bearing upon
the issues involved in the particular proceeding.” Varian Associates v. Fairfield-Noble
Corporation, 188 U.8.P.Q. 581,683 (T, T.A.B. 1975)(emphasis added).

The Opposers have also declared that the Board has specifically found
"[ijnformation concerning a party's selection and adoption of its involved mark is
generally discoverable (particularly of a defendant)’ and that "information concermng a
defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, mcludmg
whether defendant has actual knowledge thereof, and, if so, when and under what
circumstances it acquired such knowledge, is discoverable.” TTMP > 414(4), 414{19).

The Applicant therefore maintaing that the Board's intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that dlrec:twe Since the Applicant's other marks
do not consist, comprise nor utilize any portion or element of the Opposers' registered,
common law or proposed marks the Applicant's other marks are clearly extraneous o
these opposition proceedings and so will have no possible bearing upon the issues
involved or outcome thereof. Thus, the Applicant contends that said marks are "peyond
any doubt' irrelevant and so the request need not be answered.

However though the Applicant declines to respond to th.ls request, the Applicant
wﬂl inform the Opposers that aiy records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available fo the
Opposérs and their Attorney by loggmg onto the Umted States Patent and Trademark
Office at "www.uspto.gov' and selecting the trademarks section. All trademarks
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pelonging to the Applicant can easily be found by entering the Applicant's name therein.
Wext, all files belonging to each mark sought can be viewed by searching "View Full
Files (TDR)" and entering the serial number for the mark desired. ' |

The Applicant presumes t_hét the Opposers' Attomey is fquv aware of the
information provided thersin and how to access it. If the Opposers' Attomey so desires ‘
he may, therefore, quickly reference these marks and download and print the information
needed without unduly and unnecessarily bw:denmg the Applicant.

Reduest for Admisgion No.27

Inthe Oppusers current 1etter tothe Apphcant the Opposers have stated onPage
2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant or likely to lead to admissible evidence relating
to any claim or defence’. '

Furthermore, the Opposers have remarked that "The Board has clearly stated that
"{i}t has been generally held that the requirement of relevance must be construed
liberally and that discovery should, therefore, be geﬁerously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
the issues involved in the particular proceeding.' Varian Assoclates v. Fairfield-Noble

' Corporation, 188 U.S.P.Q. 581,583 (T, T.A.B. 1975){(emphasis added).

The Opposers have also declared that the Board has specifically found
"[ilnformation concerning a party's selection and adoption of its involved mark is
gerierally discoverable (particularly ofa defendant)’ and that "information concerning a
defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including
whether defendant has actual knowledge thereof, and, if so, when and under what
circumstances it acquired such knowledge, is discoverable." TTMP >> 414(4), 414(19).

The Applicant therefore maintains that the Board's intentions are dj;ected to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive. Since the Apphcant s other marks
do not congist, comprise nor utilize any portion or element of the Opposers regisiered,
common law or proposed marks the Applicant's other marks are dlearly extraneous to.
these opposition proceedings and s0 will have no possible bearing upoi the issues
mvolvec't or outcorne thereof. Thus, the Applicant contends that said tharks are "beyond
any doubt” melevent and so the request need not be answered.
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However, though the Applicant declinestore spond to this request, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers and their Attorney by logging on to the United States Patent and Trademark
Office at "www.uspto.gov' and selecting the trademarks section. All trademarks
belonging to the Applicant can easily be found by entering the Applicant's name therein.
Next, all files belonging to each mark sought can be viewed by searching “Vi_ew Full
Files (TDR)" and entering the serial number for the mark desired.

The Applicant presumes that the Opposers' Attorney is fully aware of the
information provided therein and how to access it. If the Opposers' Attorney so desires
he may, therefore, c;fuickly raference these marks and download and print the information
needed without unduly and unnecessarily burdening the Applicant. -

Request for Admission No.28 ‘

Inthe Opposers’ current letter to the Applicant the Opposers have stated on Page
2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant or likely to lead to admissible evidence relating
to any claim or defence".

_ Furthermore, the Opposers have remarked that ‘"‘I‘he Board has clearly stated that’
"liJt has been generally held that the requirement of relevance must be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
the issues involved in the particular proceeding." Varian Associates v. Fairfield-Noble
Corporation, 188 U.S.P.Q. 581,683 (T, T.A.B. 1975)(emphasis added).

The Opposers have also declared that the Board has specifically found
“[i]nforﬁmtion concerning a party's selection and adoption of its involved mark is
generally discoverable (particularly of a defendant)" and that "information concerning a
defendant's actual knowledge of plaiﬁtiff‘s use of the plaintiff's involved mark, including
whether defexidan’c has actual knowledge thereof, and, if so, when and under what
circurastances it acquired such knowledge, is discoverable." TTMP > > 414(4), 414(19).

The Applicant therefore maintains that the Board's intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive. Since the Applicant's other marks

8
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do not consist, comprise nor utilize any portion or element of the Opposers registered,
COmmOon law or proposed marks the Applicant's other marks are clearly extraneous to
these opposition proceedings and S0 will have no possible bearing upon the issues
involved or outcome thereof, Thus, the Applicant contends that said marks are "hHeyond
any doubt® irrelevant and so the request need not be answered.

However, though the Applicant declinestore spond to this request, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers and their Attorney by logging on to the United States Patent and Trademark '

~ Office at “wrww.uspto.gov' and selecting the trademarks section. Aﬁ trademarks

belongmg to the Applicant can easily be found by entering the Apphcam: sname therein.
Next, all files belonging to each mark sought can be viewed by searching "View Full
Files (TDR)" and entering the serial number for the mark desired. '

The Applicant presumes that the Opposers' Attomey is fully aware of the
information provided therein and how to access it. T the Opposers' Attorney so desires
he may, therefore, quickly reference these marks and download and print the information
needed without unduly and unnecessarily burdening the Applicant.

Recuest for Admission I\To 29

Inthe Opposers’ current letter to the Applicant the Opposers have si;ated onPage

2 that "the scope of discovery is very broad, generally permitting discovery of all non-

privileged information that is relevant ox likely to lead to admissible evidence relating |
to any claim or defence’.

Furthermore, the Opposers have remarked that "The Board has clearly stated that
"[ilt has been generally held that the requirement of relevance must be construed
hberally and that discovery should, therefore, be gene:cously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
the issues involved in the particular proceeding." Varian Associates v. Fairﬁeld—i\'foble
Corporation, 188 U.S.P.0. 581,683 (T\T.A.B. 1975)(emphasis added).

The Opposers have also declared that the Board has specifically found
"[1]n:f0rmat10n concerning a party's selection and adoption of its involved mark is
generally discoverable (particularly of a defendant)" and that "information concerning a
defendant's actual lmowledge of plaintiff's use of the plaintiff's {nvolved mark, including
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whether defendant has actual knowledge thereof, and, if so, when and under what
clrcumstances it acquired such knowledge, is discoverable. FPTMP > > 414(4), 414(19).

‘The Applicant therefore maintains that the Board's intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive. Since the Applicant's other marks
do not consist, comprise nor utilize any portion or element of the Opposers' Tegistered,
common, law or proposed marks the Applicant's other marks are clearly extraneous o
these opposition proceedings and so will have no possible bearing updn the isgsues
involved or outcome thereof. Thus, the Applicant contends that said marks are "beyond
any doubt” irrelevant and so the request need not be answered

However, though the Applicant declines tore spond o thls request, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers' and their Attorney by logging on to the United States Patent and Trademark
Office at "www uspto gov" and selecting the trademarks section. All trademarks
belonging to the Applicant can easily be found by entering the Apphc ant'sname therem
Next, all files belonging to each mark sought can be viewed by searching "View Full
Fﬂes (TDR)" and en“cenng the serial number for the miark desired.

The Apphcant presumes that the Opposers’ Attorney is fully aware of the
information provided therein and how to access it. 1 the Opposers' Attorney so desires
he may, therefore, quickly reference these marks and download and print the information
needed without unduly and unnecessarily burdening the Apphcant

Re%est for Admission No.30

Inthe Opposers' current letter to the Apphc ant the Opposers have stated onPage
2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant or likely to lead to admissible evidence relating
to ény claim or defence". ' '

Furthermore, the Opposers have remarked that "The Board has clearly stated that
*Iilt has been generally held that the requirement of relevance must be gonstrued
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
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the issues involved in the particular proceeding." Varian Associates v. Fairfield-Noble
Corporation, 188 U.8.P.Q. 581,683 (T, T.A.B. 1975){emphasis added).

The Opposets have also declared that the Board has specifically found
"fijnformation concerning a party’s selection and adoption of its involved mark is
generally discoverable (particularly of a defendant)" and that "information concerning a
defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including

whether defendant has actual knowledge thereof, and, if so, when and under what

circumstances it acquired such knowledge, is discoverable.” TTMP >> 414(4), 414(19).

The Applicant therefore maintaing that the Board's intentions are directed to
admissions, interrogatories, and docmnents‘regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive. Since the Applicant's other marks
do not consist, comprige nor utilize any portion or element of the Opposers' registeréd,
cormmon law or préposed marks the Applicant's otherlmarks are clearly extraneous to
these opposition proceedings and so will have no possible bearing upon the issues
involved or outcome thereof. Thus, the Applicant contends that said marks are "beyond
any doubt' irrelevant and so the request need not be answered.

However, thoughthe Applicant deciineé to respond to this request, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers and their Atﬁomev by logging on to the United States Patent and Trademark
Office at "www.uspto.gov' and selecting the trademarks section. All trademarks
belonging to the Applicant can easily be found by entering the Applicant's name therein.
Next, all files belonging to each mark sought can be viewed by searching "View Full
Files (TDR)" and entering the serial number for the mark desired.

The Applicant presumes that the Opposers' Attorney is fully aware of the
information provided therein and how to access it. If the Opposers' Attomey so desires

“hemay, therefore, quickly reference these marks and download and print the information

needed without unduly and unnecessarily burdening the Applicant.

Request for Admission No,31
Inthe Opposers' current letter to the Applicant the Opposers have stated onPage

2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant or likely to lead to admissible evidence relating
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to any claim or defence’.

Furthermore, the Opposers have remarked that "The Board has clearly stated that
“"lilt has been generally held that the requirement of relevance mugt be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
the issﬁes involved in the particular proceeding." Varian Associatesv. Fairfield-Noble
Corporation, 188 U.S.P.Q. 581,583 (T, T.A.B. 1975)(emphasis added). |

The Opposers have also declared that the Board has specifically found
"fijnformation concerning a party's selection and .adoption of its involved mark is
generally discoverable (particularly of a defendant)" and that “information conceming a
defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including
whether defendant has actual knowledge thereof, and, if so, when and under what |
circumstances it acquired such knowledge, is discoverable.” TTMP >> 414(4), 414(19).

The Applicant therefore maintains that the Board's intentions are directed to
admissions, interrogatories, and documents Iegardmg only the plaintiff's mvolved mark
and not to other marks extraneous to that directive. Since the Applic ant's other marks
do not consist, comprise nor utilize any portion or element of the Opposers' registered,
comoh law or proposed marks the Applicant's other marks are clearly extranedus to
these opposition proceedings and so will have no possible bearing upon the issues
involved or outcome thereof. Thus, the Applicant contends that said marks are "bevond -
any Joubt" irrelevant and so the request need not be answered. |

However, though the Applicant declines to respond to this recruest, the Applicant
will inform the Opposers that any records Or documentation Iegérd'ing the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the |
Opposers' and their Attorney by logging on to the United States Patent and Trademark-
Office at "www.uspto.gov' and selecting the trademarks section. All trademarﬁs
belonging to the Applicant can easily be found by entering the Applicant's name therein.

 Next, all files belonging to each mark sought can be viewed by searching "View Full

Files (TDR)" and entering the serial number for the mark desgired.

The Applicant presumes that the Opposers' Attorney is fully aware of the.
information provided therein and how to access it. Ilfthe Opposers' Attomey so desires
he may, therefore, quickly reference these marss and download and print the information
needed without unduly and unnecessarily burdening the Applicant.
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: Reg;g' est for Admission No.32

In the Opposers' current letter to the Applicant the Opposers have stated on Page
2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant or likely to lead to admissible ex}idence relating
to any claim or defence". )

Furthermore, the Opposers have remarked that "The Board has clearly stated that
"[iJt has been generally held that the requirement of relevance miust be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the mformatlon sought can have no possible bearing upon
the issues involved in the particular proceeding.” Varian Asscciates v. Fairfield-Noble
Corporation, 188 U.8.P.Q. 681,683 (T, T.A.B. 1975 emphasis added).

The Opposers have also declared that the Board has specifically found
" [i]n:fdx_mation concerning a party's selection and adoption of its involved mai'k is
generally discoverable (particularly of a defendant)® and that "information concerning a
defendant's actual knowledge of plaintiff's use of the plaintiffs involved mark, including
whether defendant has actual Imowledge thereof, anc_l, if so, when and under what
circumstances it acquired such knowledge, is discoverablé." TTMP > > 414(4), 414(19).

The Applicant therefore Ihajntains that the Board's intentions ére directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive, Since the Applicant's other marks
do not consist, comprise nor utilize any portion or element of the Opposers' registered,
common law or proposed marks the Applicant's other marks are clearly extraneous to

these opposmcn proceedings and so will have no possible bearing upon the issues

involved or outcome thereof. Thus, the Applicant confends that said marks are "beyond
any doubt irrelevant and so the request need not be answered. -

However, though the Applicant dec]mes torespond tothis requuest, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Appticant's other marks are reachly available to the
Opposers' and their Attorney by loggmg on to the United States Patent and Trademark
Office at "www.uspto.gov® and selecting the trademarks section. All trademaxks
belonging to the Applicant can easily be found by entefing the Applic ant's name therein.
Next, all files belonging to each mark sought can be viewed by searching "View Full
Files (TDR)" and entering the serial number for the mark desired.
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The Applicant presumes that the Opposers' Attorney is fully avrare of the
information provided therein and how to access it. Ifthe Opposers' Ai:tomex% s0 desires
hemay, therefore, quickly :eférénce these marks and download and print the information
needed without unduly and unnecessarily burdening the Applicant.

Reguest for Admission No.33.

Inthe Opposers’ current letter to the Applicant the Opposers have stated onPage
2 that "the scope of discovery is very broad, generally permifting discovery of all non-
privileged information that is relevant or likely to lead to admissible evidence relating
to any claim or defence", | '

Furthermore, the Opposers have remarked that "The Board has clearly stated that
"lilt has been generally held that the requirement of relevance must be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information. sought.can have no possibie bearing upon
the issues involved in the particular proceeding.’ Varian Associates v, Fairfield-Noble
Corporation, 188 US.P.Q. 581,683 (T, T.A.B. 197b)(emphasis added).

The Opposers: have also declared that the Board has specifically found
"ilnformation concerning a party's selection and adoption of its involved mark is
generally discoverable (particularly of a defendant)" and that "information concerning a

" defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including

Whether defendant has actual knowledge thereof, and, if so, when and under What
circumstances it acquired such knowledge, is discoverable. YTTMP > > 414(4), 414(19)

The Applicant therefore maintains that the Board's intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark

‘and not to other marks extraneous to that directive. Since the Appllcant 5 other marks

do not consist, comprise nor utilize any portion or elernent of the Opposers' registered,
common law or proposed marks the Applicant’s other marks are clearly extraneous to
these opposztmn proceedings and so will have no possible bearing upon the issues
involved or outcome thereof. Thus, the Applicant contends that said marks are "beyonci
any doubt” irrelevant and so the request need not be answered. .
However, though the Applicant declines o respond to this request, the Applicant
will inform the Opposers that any records o documentation regarding the ﬁhng,
prosecution and/or appeal of the Apphcant‘s other marks are readily available 1o the
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Opposers’ and their Attormey by logging on to the United States Patent and Trademark
Office at "www.uspto.gov’ and selecting the trademarks section. All trademarks
belonging to the Applicant can easily be found by entering the Applicant's name therein.
Next, all files belonging to each mark sought can be viewed by searching "Wiew Fuli
Files (TDR)" and entering the serial number for the mark desired. '
The Applicant presumes that the Opposers' Attorney is fully aware of the

© information provided therein and how to access it. If the Opposers' Attomey so desires

he may, therefore, quickly reference these marks and download and print the information
needed without unduly and unnecessarily burdening the Applicant.

Reggest for Adwmission No.34

In the Opposers’ current letter to the Applicant the Opposexs have stated onPage
2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant or likely to lead to admissible evidence relating |
to any claim or defence’. '

Furthermore, the Opposers have remarked that "The Board has clearly stated that
“[ilt has been generally held that the requirement of relevance must be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,

 beyond any doubt, that the information sought can have no possible bearing upon

the issues involved in the particular proceeding." Varian Associates v. Fairfield-Noble
Corporation, 188 U.8.P.Q. 581,583 (T,T.A.B. 1975)(emphasis added). |

The Opposers have also declared thai the Board has specifically found
"ijnformation concerning a party's selection and- adoption of its involved mark is
generally discoverable (particularly of a defendant)" and that “information conceming a
defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including
whether defendant hag actual knowledge thereof, and, if so, when and under,wilat
circumstances it acquired such knowledge, is discoverable." TTMP >> 414(4), 414(19).

The Applicant therefore maintains. that the Board’s intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extreneous to that directive. Since the Applicant's other marks
do not congist, comprise nor utilize any portion or element of the Opposers' registered,
common law or proposed marks the Applicant's other marks are clearly extraneous to
these opposition proceedings and so will have no possible bearing upon the issues
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involved oi‘ outcome thereof. Thus, the Applicant contends that said marks are "beyond
any doubt” irrelevant and so the request need not be answered. '

However, though the Applicant declines to respond to this request, the Applicant -
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers' and their Attomey by logging on to the United States i’atenﬁ and Trademark
Office at "www.uspto.gov’ and selecting the trademarks section. Al trademarks
belonging to the Applicant can easily be found by entering the Applic ant's name therein.
Next, all files belonging to each mark sought can be viewsd by searching "View Full
Files (TDR}“ and entering the serial number for the mark degired. '

- The Applicant presumes that the Opposers Attorney is fully aware of the
information provided therein and how to access it. Ifthe Opposers' Attorney so desires
hemay, therefore, quickly reference these marks and download and print the inforthation
needed without unduly and unnecessarily burdening the Applicant.

‘Reguest for Admission No.35

Tn the Opposers' current letter to the Applicant the Opposers have stated on Page
2 that "the scope of discovery is very broad, generally pennitting discovery of all non-
privileged information that is relevant or likely o lead to admissible evidence relating
to any claim or defence’.

Furthermore, the Opposers have remarked that "The Board has clearly stated that
“iJt has been generally held that the requirement of relevance must be congtrued
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible hearing upon
the issues involved in the particular proceeding. " Varian Associates v. Fairfield-Noble
Corporation, 188 U.8.P.Q. b81, 583 (T, T.A.B. 19‘75)(@1111)1’1&513 added).

The Opposers have also declared that the Boa;rd has specifically found
"lilnformation concerning a party's selection and adoptlon of its involved mark is
geénerally discoverable (particularly of a defendant)" and that "information concerning a
defendant's actual knowledge of plaintiffs use of the plaintiff's involved mark, including
whether defendant has actual knowledge thereof, and, if so, when and under what
circumstances it acquired such knowledge, is discoverable.” TTMP > > 414(4), 414(19).
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The Applicant therefore miaintains that the Board's intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive. Since the Applicant's other marks
do not consist, comprise nor utilize any portion or element of the Opposers' registered,
common law or proposed marks the Applicant's other marks are clearly extraneous o
these opposition proceedings and so will have no possible bearing upon the issues
fnvolved or outcome thereof. Thus, the Applicant contends that said marks are "beyond
any doubt’ irzelevant and so the mquest need not be answered.

However, though the Applicant declines torespond to this request, the Applicant -
will inform-the Opposers that any records or documentation regarding the filing, ‘
prosecution and/or _appeal of the Applicant's other marks are readily available to the
Opposers' and their Attomey by logging on to the United States Patent and Trademark
Office at "www.uspto.gov* and selecting the frademarks section. All trademarks
belonging to the Applicant can easily be found by entering the Applicant's name therein.

‘Next, all files belonging to each mark sought can be viewed by searching "View Full

Files (TDR)" and entering the serial number for the mark desired.

The Applicant preésumes that the Oppdsers‘ Attorney is fully aware of the
information provided therein and how to access it. If the Opposezs’ Attorney so desires
he may, therefore, quickly reference these marks and download and print the information
needed without unduly and unnecessarily burdening the Applicant.

Recquest for Admission No.36

Inthe Opposers' current letter to the Applicant the Opposers have stated on Page
2 that "the scope of discovery is very broad, generally permitting discovery of all non-
privileged information that is relevant ox likely to lead to admissible evidence relating
to any claim or defence’, ‘

Furthermore, the Opposers have remarked that "The Board has clearly stated that
"iJt has been generally held that the requirement of relevance must be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
the issues involved in the particular proceeding.’ Varian Associates v. Fairfield-Noble
Corporation, 188 U.8.P.Q. 581,683 (T,T.A.B. 187 5)(emphasis added}.

The Opposers have also declared that the Board has specifically found

17




564
565
566
567
568
569
570
571
572
573
574
575
576
577
578
579
580
581
582
583
584
585
586
587
588
589
590
591
592
593
594
595
596

Opposition No. 91184458; Mark: L'OREAL PARIS; Appl. No. 76586736; Comm-C

"[ilnformation concerning a party's selection and adoption of its involved mark ig
generally discoverable (particularly of a defendant)" and that "information concerning a
defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including
whether defendant has actual knowledge thereof, and, if so, when and under what
circumstances it acquired such knowledge, is discoverable." TTMP > > 414(4), 414(19).

The Applicant therefore mainfains that the Board's intentions are directed to
admissions, interrogatories, and documents regarding only the plaintiff's involved mark
and not to other marks extraneous to that directive. Since the Applicant's other marks
do not consist, comprise nor utilize any portion or element of the Opposers' registered,

common law or proposed marks the Applicant's other marks are clearly extraneous to

these opposition proceedings and so will have no possible bearing upon the issues
involved or outcome thereof. Thus, the Applicant contends that said marks are "beyond
any doubt” irrelevant and so the request need not be answered.

'However, though the Applicant declines to respond to this request, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers' and their Attorney by logging on to the United States Patent and Trademark
Office at "www.uspto.gov" and selecting the trademarks section. All trademarks
belonging to the Applic ant can easily be found by entering the Applicant's name therein.
Néxt, all files belonging to each mark sought can be viewed by searching "View Full
Files (TDR)" and entering the serial number for the mark desired. '

The Applicant presumes that the Opposers' Attomey is fully aware of the
information provided therein and how to access it. 1f the Opposers' Attorney so desires
hemay, therefore, quickly reference these marks and download énd printthe information
needed without unduly and Uﬂneces_s_arily burdening the Applicant.

Ee@est for Admission No.37
The Applicant disagrees with said statement. Thatis, the Applicant has always
had a bona fide intent to use said marks.

Request, for Admission No.39 .
The Applicant disagrees with the Opposers. That is, the Applicant has always
had a bona fide intent to use the mark *L'OREAL PARIS" in commerce and not to make
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a philosophical point about trademark protection.

Regquest for Admission No.41

The Applicant disagrees with said statement. That is the Applicant did not
believe that at the time of filing the Opposers' 'L'OREAL" mark would be confusing with
the Applicant’s mark. In regards to the Opposers’ dead "L'OREAL PARIS" marks -- the
Applicant did not believe that at the time of filing there would be confusion with the
Apphcant’s mark. In regards to the Opposers' common law rights in the "L'OREAL
PARIS mark - the Applicant is without knowledge or information sufficient to form a
belief as to the validity of the Opposers' statement. ‘

Reqguest for Admission No.43

The Applicant disagrees with said statement. That is the Applicant did not
believe that at the time of filing the Opposers' "L'OREAL" mark would be confusion with
the Applicant's mark. In regards to the Opposers’ dead "T'OREAL PARIS" marks -- the
Applicant did not believe that at the time of filing there would be confusion with the
Applicant's mark. n regards to the Opposers’ common law rights in the "L'OREAL
PARIS" mark -- the Applicant is without knowledge or information sufficient to form a
belief as to the validity of the Opposers' staterent.

Request for Admission No.46 ‘
The Applicant disagrees with said statement. That is, the Applicant does notlack
the capacity to manufacture or sell aloe vera drinks.

Reguest for Admission No.47

The Applicant disagrees with said statement.

Reguest for Admission No.48
‘The Applicant disagrees with said statement.

Recuest for Admission No.60 :
The Applicant is without knowledge or information sufficient to form a belief as
to the validity of the Opposers' statement.
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Reguest for Admission No.61

Applicant acknowledges the Opposers' statement as it regards the Opposers
"JORRAL" marks. In regards to the Opposers' "L'OREAL PARIS" common law rights --
the Applicant is without knowledge or information sufficient to form a belief as to the

* validity of the Opposers' statement.

Re%es;‘, for Admission No.62

Applicant acknowledges said statement.

Applicant's Supplementary Response To.The Opposers'
"Specific Interrogatories and Responses”

Interrogatory No.1

‘The Applicant selected the mark "L'OREAL PARIS" because it has bilingual
qualities and was not registered, at the time of filing, for the wares the Applicant
submitted. Second, the Applicant did not consider any other variation of the "L/OREAL
PARIS" mark that he filed. Third, the Applicant was the person most }mbwledgeable in
the selection of the mark and goods therein. Fourth, the date of selection was
approximately one month before filing the application in Canada or around mid
November 2003. '

Interrogatory No.Z2
The Applicant is unaware of the exact time that he became aware of the
"L'OREAL" (registered) and the '"I/OREAL PARIS' (abandoned) marks but it does predate

'the filing of the Applicant’s application.

Inregards to the Opposers' "L'OREAL PARIS" common law nghts ~-the Applicant
is without knowledge or mformatlon sufficient to form a belief as to the validity of the
Opposers' statement.

The Applicant is also the person most knowledgeable with the foregomg
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Im:errogatég No.3

There are none except for the documents that the Opposers have themselves
submitted to the Ganadiau Intellectual Property Office (Opposition Board) during current
opposition proceedings regarding the TAPPROVAL" of the Applicant's Canadian
application for the mark "L'OREAL PARIS' (Serial No. 1,201,383). These &ocuments are

therefore already in the Opposers' possession as they are the originators of said
documents.

Interrogatory No.4

There are none except for the documents that the Opposers have themselves
submitied tothe Canadian Intellectual Property Office (Opposition Board) during current
opposition proceedings regarding the "APPROVAL" of the Applicant's Canadian

application for the mark "L'OREAL PARIS" (Serial No. 1,201,383). These documents are

therefore alréady in the Opposers' possession as they are the originatoré' of said
documents. '

Intemrogatory No.b

The Applicant has always had abona fide intenttouse the mark "L'OREAL PARIS"
in commerce and will begm to do so once his mark is approved. Although the Applicant
has not formallzed any business plans nor produced or sold any wares the Applicant
contends that he is not required to do so until his mark has been approved. The
Applicant has, however, searched the internet for manufactures of aloe vera drinks and
has found varous companies that offer such products. Though no printouts or
documenté were kept such companies include Alce Farms Inc., Genereux Ltd., Psb Co
Ltd, and Tobe Inc. The Applicant also belieires that there are many other companies like
these in the marketplace. Thus, the Applicant will, once his mark is approved, begin by
first approaching these companies to outsource the manufacture of his aloe vera drinks. -
Once a supply sotirce is secured the Apphcant will then approach various nearby clubs,
bars, and restaurants fo test market sales and streamline logistics.

Moreover, and as previously stated, the capacity to manage, manufacture,
distribute and sell in today's business world does not always rest ona persons actual
personal abilities or physical facilities. Such things can be hired, joint ventured or
procured via outsourcing. Licensing is algo a practical means of business and just as
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viable a means of busmess as creating such companies from scratch. Thus, upon
allowance of the Applicant's mark the Applicant willbegin as previously mentioned and

. then. adjudicate and review prevailing market conditions and finally pursue one or more

of the options expressed above as is his right. Ergo, by the Applicant's reasoning, the
Applicant has shown bona fide intent as the business methods herein stated offer viable
options regarding commercial implementation.

Interrogatory No.9

Basically, the only third pames to which the Apphcam ig aware are those
mentioned in the documents that the Opposers have themselves submitted to the
Canadian Intellectual Property Office (Opposition Board) during current opposition
proceedings regarding the "APPROVAL" of the Applicant's Canadian applic ation for the
mark "I'OREAL PARIS (Serial No. 1,201,383). These documents are therefore already in
the Opposers' possession as they are the ongmators of sald documents.

Interrogatorv No.11
There are none at this sime.

Interrogatory No.12
There are none at this time.

Interrogatory No.13.
There are none.

Applicant's Supplementary Response To The Opposers’
"Specific Document Requests and Responses"

Document Request No.1
In regards to the pnor answer given by the Applicant the Applicant will further
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clarify said answer as follows: "The Applicant has provided all necessary documents in .
accordance with the answers so given by the Applicant.”

Dacument Reguest No.2
No such documents exist,

Document Reguest No.3
No such documents exist,

- Document Reguest No4d

The information previously stated is all that is. Hard copies do not exist.

Document Recnlest No.11

There are none except for the documents that the Opposers have themselves
submitted to the Canadian Intellectual Property Office (Opposition Board) during current

~ opposition proceedings regarding the "APPROVAL' of the Applicant’s Canadian

application for the mark "L'OREAL PARIS" (Serial No. 1,201,383). These documents are

- therefore already in the Opposers' possession as they are the originators of said

documents. The Applicant therefore believes that he ig not requuired to duplicate and
provide said documents to the Opposers since the Opposers themselves are the
originators of said docurnents and therefore have all of said documents already in their
possession. _ ' '

Document Reguest No.13 _

There are none except for the documents that the Opposers have themselves
submitted to the Canadian Intellectual Property Office (Opposition Board) during current
opposition: proceedings regarding the "APPROVAL" of the Applicant's Canadian
application for the mark "OREAL PARIS" (Serial No. 1,201,283). These documents are
therefore already in the Opposers' possesgion as they are the originators of said '
documents. The Applicant therefore believes that he is not required to duplicate and
provide said documents to the Opposers since the Opposers themselves are the
originators of said documents and therefore have all of said documents already in their
possession. -
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Document Request No. 14

There are none except foz; the documents that the Opposers have themselves
submitted to the Canadian Intellectual Properiy Office (Opposition Board) during current
opposition proceedings regarding the "APPROVAL" of the Applicant's Canadian
application for the mark “L'OREAL PARIS“ (Serial No. 1,201,383). These documents are
therefore already in the Opposers' possession as they are the originators of said
documents, The Applicant therefore believes that he is not required to duplicate and
provide said documents to the Opposers since the Opposers themselves are the

originators of said documents and therefore have all of said documents already in. their
possession.

Document Reguest No.15

_ There are none except for the documents that the Opposers have themselves
submitted to the Canadian Intellectual Property Office (Opposition Bé)ard) during canrent
opposition proceedings regarding the "APPROVAL" of the Applicant's Canadian
application for the mark "L'OREAL PARIS" (Serial No. 1,201,383). These documents are
therefdre already in the Opposers' possession as they are the originators of said
documents. The Applicant therefore believes that he is not required to duplicate and
provide said documents to the Opposers since the Opposers themselves are the
originators of said documents and therefore have all of said documents a}ready in their
posgession. '

Document Reguest No.16

No such documents exist other than those relating to the Applicant's trademark
application in Canada (Serlal No. 1,201,383) and the ‘Applicant's corresponding
trademark application in the United States (Serial No, 76/596,736). The Canadian
documents regarding the filing and prosecution of the Applicant's mark are herein
enclosed. Documents regarding the Opposers' Canadian opposition to the Applicant's
mark are already in the Opposers' possession as they are the originators of said
documents. As for the documents regarding the Applicant's U.8. application these
documents are public property and are readily available and downloadable from the
United States Patent and Trademark Office (uspto.gov) respectively. This website will
allow the Opposers easy access to all of the desired documents as the case may be. The
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'Applicant presumes that the Opposers' Attormey is familiar with this procedure.

Dogument Reguest No. 17

No such documents exist other than those relating to the Apphcant's trademark
application in Canada (Serial No. 1,201,383) and the Applicant's comresponding
trademark application in the United States (Serial No. 76/596,736). The Canadian
documents regarding the filing and proseéution of the Applicant's mark are herein
encloged. Dbcuments regarding the Opposers' Canadian opposition to the Applicant’s
mark are already in the Opposers' possession as they are the originators of said
documents. As for the documents regarding the Apﬁlicant’s 17.8. application these
documents are public property and are readily available and downloadable frorn the
United States Patent and Trademark Office (uspto.gov) respectively. This website will
allow the Opposers easy access to all of the desired documents as the case may be. The
Applicant presumes that the Opposers' Attomey is familiar with this procedure.

Document Requeét No.18

Documents relating to said names and marks are already in the possession of the
Opposers as said documents form part of the Opposefs’ evidence subrmitted to the
Canadian Intellectual Property Office (Opposition Board). In any event said other maxks
are readily available at both the Canadian Intellectual Property Office (CIPO) and the
United States Patent and Tradernark Office websites respectively as the Apphcant has
only ever applied for a trademark in. C.a:lada and the United Siates.

In addition, the Opposers’ current letter tothe Applicant the Opposers have stated
on Page 2 that "the scope of discovery is very broad, g@nerally permitting discovery of
all non-privileged mforma’cmn that is relevant or hkely to lead to admzssxble evidence
relating to any claim or defence".

_ Furthermore, the Opposers have remarked that "The Board has clearly stated that
“lijt has been generally held that the requirement of relevance must be construed
liberally and that discovery should, therefore, be generously allowed unless it is clear,
beyond any doubt, that the information sought can have no possible bearing upon
the issues involved in the particular proceeding." Varian Associates v. Fairfield-Noble
Corporation, 188 U.8.P.C.. 581,583 (T, T.A.B. 1975)(emphasis added).

The Opposers have also declared that the Board has specifically found
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"lilnformation concerning a party's selection and adoption of its involved mark is
generally discoverable (particularly of a defendent)’ and that "information concemning a

‘defendant's actual knowledge of plaintiff's use of the plaintiff's involved mark, including

whether defendant has actual knowledge thereof, and, if so, when and under what
circumstances it acquired such knbwledge, is discoverable." TTMP > > 414(4), 414{19).

The Applicant therefore maintaing that the Board's intentions are directed to
admissions, interrogatoriés, and docuinents regarding only the plaintiff's involved mark
and not to other marks extranecus to that directive. Since the Applicant's other marks
do not consist, comprise nor utilize any pox‘siori or elemnent of the Opposérs' registered,
common law or proposed marks the Applicant's other marks are clearly extraneous to
these opposition proceedings and so will have no possible bearing upon the issues
involved or outcome thereof. Thus, the Applicant contends that said marks are "beyond
any doubt’ irrelevant and so the recuest need not be answered.

However, thoughthe App]icanf declines to respond to this recuuest, the Applicant
will inform the Opposers that any records or documentation regarding the filing,
prosecution and/or appeal of the Applicant's other marks are readily available to the
Opposers and their Attorney by logging on to the United States Patent and Trademark
Office ai "www,uspto.gov’ and selecting the trademarks section. All frademarks
belonging to the Applicant can easily be found by entering the Applicant's name therein.
Next, all files belonging to eéch mark sought can be viewed by searchjng View Full
Files (TDR)" and entering the serial number for the mark desired.

The Applicant presumes that the Opposers' Attorney is fully aware of the
information provided therein and how to access it. If the Opposers’ Attorney so desires
he may, therefore, quickly reference these marks and download and print the information
needed without unduly and uxmécéssan’ly burdening the Applicant.

Document Reguest No.19
' No such documents exist.

Document Reguest No.20

No such documents exist.
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Document Request No.24 : .
The Canadian documents regarding the filing and prosecution ofthe Applicant's

 mark (Serial No. 1,201,383) are herein enclosed. The documents regarding the Opposers'

Canadian opposition to the Applicant's mark are already in thie Opposers' possession as
they are the originators, of said opposition. The Applicant therefore believes that he is
not required to duplicate and provide said documents to the Opposers since the
Opposers themselves are the originators of said documents and therefore already have
all of said documents in their possession.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
(TRANSMITTAL INFORMATION AND MAILING CERTIFICATION)

Opposition No.: : 91184456

TRADEMARK: | L.OREAL PARIS
_ Application Serial No.: 76/596,736
Applicant(s): , ' Robert Victor Marcon _
Opposer(s): ' L'Oreal USA, Inc. and L'Oreal S.A.
Opposer(s) Attomey: Robert L. Sherman '
Reply Number: Communication - D
Number of Pages: Fifteen (15)
 CERTIFICATE OF SERVICE
Certification: The undersigned hereby certifies that a true and complete copy of

the foregoing conespondencé has been served on the Opposers'
representative "ROBERT L. SHERMAN' by mailing said copy viathe
U.S. Postal Service using FIRST CLASS CERTIFIED MAIL, postage
prepaid, to "Robert L. Sherman, Paul, Hastings, Janofsky & Walker
L.LP, 75 East 55th Strest, Nevw York, New York, US.A., 10022".

~ Certified Mail Serial No.: 7003 1680 0001 7602 81563
Date of Deposit: 9 March 2009

Depositor's Signature: W , (Robert Marcon)
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CASE PARTICULARS

APPLICANT INFORMATION

Name of Applicant: Robert Victor Marcon

Mailing Address: Street: 3471 Sinnicks Avenue
o _ City/Province: Niagara Falls, Ontario

Couniry: Canada
: , -Zip Code: L2J 2G6
Other Communications: Telephone: | (905) 354-2543

OPPOSERS' INFORMATION

First Opposer: . 1'Oreal USA, Inc. :

Mailing Address: 575 Fifth Ave., New York, NY, U.S.A., 10017

Other Communications: Unknown :

Second Opposer: L‘Oreal S.A. -

Mailing Address: I)Oreal S.A., 14 rue Royale, Paris, France, 75008

Other Communications: : Unknown

Opposers’ Attorney: Robert L. Sherman, ‘
Paul, Hastings, Janoisky & Walker LLP

Mailing Address: Street. _ 75 East 55th Street
City/State: New York, New York
Country: T.8.A.

. Zip Code: 10022
Other Communications: Telephone: -  (212) 318-6000
' e-mail: rls@paulhastings.com
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IN THE MATTER OF an Opposition by
L'Oreal USA, inc. and L'Oreal S.A.
‘to Application Serial No. 76/596,736 filed by
_ Robert Victor Marcon
for the trademark "L'OREAL PARIS"
{Opposition No. 91184456)

COMMUNICATION - D
RESPONSE TO OPPOSERS' REQUESTS (SUPPLEMENTARY)

' This is a response to the letter mailed February 27, 2009 by the Opﬁos’exs’
represeniative, namely, Natalie Furman of Paul, Hastings, Janofsky & Walker LLP to the
Applicant hereﬁl, namely, Robert Victor Marcon. Said letter regards the Applicant's
Responses to Opposers' Deficiency Letter and Supplemental Responses to Opposer's
Discovery Requests. The Opposers claim that a number of responses remain deficient
and therefore request that said deficiencies be enswered or supplemented accordingly.

Therefore, in accordance with current trademark protocols and procedures the
Appilicant will provide the_ requested information and/or documents to the Opposers'
representative as appropriate. ' -

Note also, that the Applicant will respond to each request made by the Opposers'
representative in the same sequence and order as was presented in her letter thexeby
avoidjng' umlecessarﬂr paperwork and duplication (a copy of the Attomney's letter is
herein included as reference).

Included in this communication are the following three (3) items iotalling one
sixteen (16) pages: ' |

(1) Applicant's supplementary response to the Opposers' "Specific Requests
for Admissions and: Responses';
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{2) Applicant's supplementary response to the Opposers' "Specific Document
' Requests and,Responses”; and
(3) A copy of the aforesaid Attomey letter mailed February 27, 20009.

AV Mo

Robert V. Marcon,
Applicant Pro Se
9 March 2009
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Applicant's Supplementary Response To The Opposers'
"Specific Requests for Admissions and Responses”

Request for Admission No.22

Applicant was aware of the dead "L'OREAL PARIS" marks belongmg to the
Opposer prior to applying for federal registration of the Applicant's mark. However, in
regards to the Opposers' claimed common law marks bearing the words "L'OREAL
PARIS" the Applicant was not aware of the Opposer's use of its "L'OREAL PARIS" mark.

Request for Admission No.26

Although the Applicant still mamtams that the quesmon is irrelevant and
immaterial to these opposition proceedings the Appllcant will answer the request for
admission. As such, the Applicant admits to having filed for other U.8. trademark
applications that are identical to previcusly registered marks. ‘

Request for Admission No.27

Althéugh the Applicant still maintains that the question is irrelevant and '

_immaterial to these opposition proceedings the Applicant will answer the request for
jcidmission.- As such, the Applicant acknowledges the O_pposers' statement.

Recuest for Admission No.28

Although the Applicant still maintains that the question is imelevant and
unmatenal to these opposition proceedings the Applicant will answer the req‘uast for
admissmn As such, the Applicant acknowledges Opposers' statement in regards to
flavored milk and milk-based beverages, water, chocolates, candies, ice-cream bars and
bottled water but not infant formula or dietary supplements.

Request for Ad:rmssmn No.29
Althaugh the App}lcant still maintains that the cuestion is irrelevant and
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immaterial to these opposmon proceedings the Applicant will answer the request for
admission. As such, the Applicant aclmowledges the Opposers' statement.

Reqguest for Admission No.30

Although the Applicant still maintains that the question is irrelevant and
immaterial to these opposition proceedings the Applicant will answer the xéquest for
admission. Asg such, the Applicant acknowledges the Opposers' statement.

Reguest for Adinissioﬁ No.31

Although the Applicant still maintains that the question is irrelevant and
immaterial to these opposition proceedings the Applicant will answer the request for
admission. As such, the Applicant acknowledges the Opposers' statement. ‘

Reauest for Admission No.32 ‘

. Although the Applicant still maintains that the guestion is irrelevant and
immaterial to these opposition proceedings the Applicant will answer the request for
admission. As such, the Applicant acknowledges Opposers' statement in regards 1o
natural mineral water only and not the others.

Redquest for Admission No.33

Although the Applicant still maintains that the question is irelevant and
immaterial to these opposition proceedings the Applicant will answer the request for
admission. As such, the Applicant acknowledges the Opposers' statement.

Request for Admzsszon No.34

Although the Applicant still maintains that the question is imelevant and
immaterial to these opposition proceedings the Applicant will answer the request for
admission.
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Applicant disagiees with the Opposers statement. That is, the Applicant was

~aware of the prior registrations, both live and dead, of the referred to trademarks.

However, as regards the extent of their famme and general public recognition the
Applicant is without knowledge sufficient to form a belief as to or gauge the scope of
said fame and general public recognition. Consequently, the Applicant cannot give a
definitive admission‘in this regards. '

Reqguest for Admission No.35

Although the Applicant still maintains that the question is imrelevant and
immaterial to these oppdsition proceedings the Applicant will answer the request for
admission. |

Applicant disagrees with said statement.

- Request for Ad:rrﬁssion No.36

Although the Appﬁcam gtill maintaing that the gquestion is irrelevant and
immaterial to these opposition proceedings the Applicant will answer the request for
admission.

Applicant disagrees with said statement.

Request for Admission No.41

.'The Applicant disagrees with said statement. That is the Applicant did not
believe that at the time of filing the Opposers' “L'OREAL" mark would be confusing with
the Applicant's mark.

In regards to the Opposers' dead "L'OREAL PARIS" marks -- the Applicant did not
believe that at the time of filing there would be confusion with the Applicant's mark.

Inregards to the Opposers’ common lawrights inthe "L'OREAL P ARIS" mark - the
Applicant did not believe that at the time of filing there would be confusion with the
Applicant's mark simply because the Applicant did not know then nor does he know
now what “common law rights" are.
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Request for Admission No.43
The Applicant disagrees with said statement. That is the Applicant did not
belisve that at the time of filing the Opposers' "L'OREAL" mark would be confusion with
the Applicant's marlk.
' Inregardstothe Opposers dead "L'OREAL PARIS" marks - the Apphcant did not
believe that at the time of filing there would be confusion with the Applicant's mark.
Inregardsto the Opposers' common law rights in the "L'OREAL PARIS " mark --the
Applicant did not believe that at the time of filing there would be confusion with the
Applicant's mark simply because the Applicant did not know then nor does he know
now what "common law rights" are

Request for Admission No.51

Applicant acknowledges the Opposers' statement as it Iegards the Opposers'
"L'OREAL" marks.

In regards to the Opposers' common law rights inthe "L/ OREAL PARIS" mark --the
Applicant did not believe that at the time of filing there would be confusion with the

Applicant's mark simply because the Applicant did not know then nor does he know
now what "common law rights” are

Applicant's Supplementary Response To The Opposers'
"Spécific Document Requests and Responses”

Document Request No.16

The Applicant consents to the Opi:)osers’ proposal and so will sign the enclosed
document entitled "STIPULATION REGARDING AUTHENTICITY AND ADMISSIBILITY
OF PAGES PRINTED FROM THE ‘USPTO WEB SITE". This should therefore satisfy the
Opposer document request. '

Take note that the Applicant has signed three (3) copies. Please sign and return

8




267
268
269
270
271
272
273
274
275
276
277
278
279
280
281
282
283
284
- 285

Opposition No. 91184456; Mark: L'OREAL PARIS; Appl. No. 76/596,736; Comm-D
one (1) copy to the Applicant for his files. '

Document Reguest No.17
. The Applicant consents to the Opposers' proposal and so will sign the enclosed
document entitled "STIPULATION REGARDING AUTHENTICITY AND ADMISSIBILITY
OF PAGES PRINTED FROM THE USPTO WEB SITE". This should therefore satisfy the
Opposger document request.
Take note that the Applicant has signed three (3) copies. Please sign and return
one (1) copy to the Applicant for his files.

Document Recuest No.18 : A
The Applicant consents to the Opposers' proposal and so will sign the enclosed
document entitled "STIPULATION REGARDING AUTHENTICITY AND ADMISSIBILITY
OF PAGES PRINTED FROM THE USPTO WEB SITE". This should therefore satisfy the
Opposer documént request, | _ '
Take note that the Applicant hag signed th:cee‘(S) Copie's. Please sign and returmn

one (1) copy to the Applicant for his files.




